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ARMSTRONG CorkK CoMPANY, ET AL. Vv. RINGWALT LINOLEUM Works 
United States Circuit Court of Appeals 
Third Circuit, March, 1917 


Unrair CoMPETITION—W HAt ConstTITUTES. 

The use, on a spurious article, of a name which has become public 
property may constitute unfair competition against the manufacturers 
of the genuine goods since their goods are thereby discredited and 
their business damaged. 

On appeal from a decree of dismissal. Reversed and re- 


manded. 
For the opinion of the lower court, see 6 T. M. Rep. 570. 


McDermott & Enright, of Jersey City, N. J. (Frank E. Reed 
and Edward S. Rogers, both of Chicago, Ill., of counsel), 
for plaintiff. 

Briesen & Schrenk, of New York City (Fritz v. Briesen and 
Hans vy. Briesen, both of New York City, of counsel), for 
defendant. 


Before Burrinaron, McPuerson, and Woo.tey, Circuit 


Judges. 


Per Curtam: This is an appeal from a decree dismissing the 
plaintiff’s bill in pursuance of an opinion reported at 235 Fed. Rep. 
158 [6 T. M. Rep. 570]. 

In view of the important and far-reaching commercial ques- 
tions raised in this case, we feel that they can better be approached 
and decided in this court after full proofs and final hearing. Fol- 
lowing our usual course in such a situation we express no present 
opinion on those questions, and confine ourselves to reversing the 
order made below dismissing the bill and remanding the case with 
directions to reinstate the bill, overrule the demurrer, without 
prejudice to raising the same questions on final hearing, and to 
proceed to final hearing. We might add that in view of the pos- 
sibility of bringing such matters as are here involved before the 
Federal Trade Commission, this order is made without prejudice 
to the right of the parties while this bill is pending to apply for 


relief to that body if it so desires. 
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RoLtuMANn Merce. Co. v. UNiversaAL HarpwarE Works 
(238 Fed. Rep. 568) 


United States Circuit Court of Appeals 
Third Circuit, December 14, 1916 


Unrair CompetTitIon—ADVERTISING—ACCOUNTING. 

Where plaintiff procured an order requiring defendant to disclose 
the names of all its customers as an aid to accounting in a suit for 
patent infringement, and plaintiff circularized these customers with a 
misleading letter for the purpose of acquiring their trade, the court 
was justified in restraining the plaintiff from further acts of this 
character. 


On appeal from an order of the district court. Affirmed. 
For the opinion of the lower court, see 6 T. M. Rep. 252. 


Archibald Cox, of New York City, for appellant. 
William R. Davis, of New York City, for appellee. 


Before Burrineron, McPuerson and Woo.ttey, Circuit 


Judges. 


Burrineton, Circuit Judge: In the court below the Rollman 
Manufacturing Company filed a bill against the Universal Hard 
ware Works, charging infringement of a patent. On final hearing, 
the court below (in an opinion reported at 207 Fed. 79), held cer- 
tain claims of plaintiff's patent infringed by one of the several 
cherry seeders made by defendant, and entered a decree for account- 
ing. During such accounting an order was made on defendant 
to produce its books [218 Fed. Rep. 651], and by the access thus 
had, plaintiff obtained the names of the defendant’s customers who 
had bought infringing machines, as well as of those who, it is alleged 
by defendant, had bought noninfringing ones. Later the attention 
of the court was called to a letter sent by plaintiff to all defendant's 
customers, which defendant alleged was unfair, misleading, and 
oppressive, in that, while purporting to give information to such 
customers as to the decree of the court, it did not do so fairly, in 
that, instead of stating the court had decreed infringement of but 


one of defendant's cherry seeders, it led the customers to believe 


that all of defendant’s machines had been enjoined. Thereupon 
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defendant applied to the court below for relief, which, on hearing, 
found: 


“That the terms of the circular letters sent out bear the inference that 
the interlocutory decree declared infringement against any or all cherry 
eeders manufactured by the defendant, and that the plaintiff was entitled 
under that decree to recover from the defendant’s customers profits made 
on sales of any or all cherry seeders purchased from it.” 

It further found: 


“The letters contain no false representation of the scope of the decree, 
but undoubtedly suppressed information as to its effect and limits. In that 
respect the plaintiff must be held to have made an improper and unlawful 
use of the decree, which prima facie would entitle the defendant to main- 
tain a suit to protect it from injury to its trade.” 

Holding it had power to grant relief in the premises, the court 


entered an order forbidding the plaintiff— 


“ 


during the pendency of this suit from making representations to the de- 
fendant’s customers as to the interlocutory decree and the orders of this 
court, without stating the limits and effect of the decree and orders, and 
without definitely informing the defendant’s customers of the character of 
infringement adjudged” [6 T. M. Rep. 252]. 

On entry of such order this appeal was taken. 

Assuming for present purposes this was a final decree in equity, 
from which an appeal lies, we are clear the court, not only had the 
power to make the order, but that it properly exercised such power 
in doing so. The proceeding was in equity and was pending. The 
drastic power of the court had been exercised to compel defendant 
to disclose the names of all its customers as an aid to the court in 
decreeing a final accounting for the infringing seeders sold to cer- 
tain customers. This disclosure of customers was ordered at the 
plaintiff's instance. Having been produced for plaintiff’s benefit, 
it goes without saying plaintiff was under peculiar obligations not 
to use information, so accorded it by the court’s power, in a way to 
wrong defendant. Sut this, the court below found, and we concur 
in that finding, is just what the plaintiff did. 

This disingenuous letter subtly left to be inferred by the de- 
fendant’s customers as facts and conclusions that which the writer 
carefully abstained from so stating. There is no question the effect 
such a letter left on the ordinary business man’s mind. Its open- 


ing sentence, “We extend to you the olive branch, provided you in 
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return,’ etc., in effect, and in connection with other parts of the 
letter, left the impression that plaintiff had a claim for infringement 
against the customer, which plaintiff was willing to compromise. 
And its clever antecedent recital of a patent litigation, without say- 
ing just what it was and what it had decided—that “we are now 
proceeding with the accounting, and so far have found that ship- 
ments of cherry seeders were made to you on dates stated on the 
enclosed card’; that “in order that we may complete our claims 
against the infringing manufacturer, kindly send us original invoices 
of all shipments of cherry seeders made to you’’—was such a ground- 
work as to lodge, by the statement following: “You understand, of 
course, that according to the decision of the court sustaining our 
patent we have a right to recover from you any profits you may 
have made on infringing cherry seeders’’—the impression in the 
mind of every customer of defendant that plaintiff had a claim of 
infringement against him, which it was willing to compromise and 
adjust. And the lodgment in the mind of the customer that he 
was liable to a claim of infringement was made the basis of a pro- 
posed settlement, whereby defendant’s customer was to be acquired 
by the plaintiff as its customer, viz.: 

“If you send us the invoices of all cherry seeders shipped to you, * * * 
we will agree to release you from any liability to us for infringement, pro- 
vided you will hereafter ‘buy and sell our cherry seeders to the exclusion of 
any infringing cherry seeders that may be made by the New Standard 
Hardware Works, Mt. Joy, Pa., their successors and assigns.” 

Under the facts disclosed, and others to which reference might 
be made, we think the conduct of this plaintiff litigant was such as 
to call for the exercise of that broad power of control which a court 
of equity has, namely, to see that he who seeks equity must do 
equity; for that maxim not only means that the obligation to do 
equity is a duty which enables one to get into a court of equity, but 
makes him continue to do equity while he is litigating. 

Without discussing the authority of the court below to make th: 


order it did—a power which is here challenged—we may say that an 


examination of the authorities which are collected in Asbestos Co. v 
Johns-Manville Co., ({C. C.] 189 Fed. 611), afford no ground for 
denying to a court of equity the power absolutely essential to its 
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existence, namely, to prevent its decrees from being made the means 

working injustice. When the plaintiff sought the relief of a 

ourt of equity, it bound itself to follow equity, and the decree below 
ept it from departing from that course. 

Affirming as we do the decree of the court below, this appeal 

will be dismissed, at appellant’s cost, but with the suggestion to 


both litigants in this needlessly acrimonious litigation, to which 


crimony both have contributed, that before either of them do any 


further circularizing of the decree of this court, or the court below, 
they should do so under the supervision of that court in which they 


ire litigants with certain equitable obligations. 


KAWNEER Mere. Co. v. Detroit SHowcaAsE Co. 
(240 Fed. Rep. 737) 


United States District Court 


Eastern District, Michigan, February 28, 1917. 
1. Unrain ComMpetTiT1ioN—IMITATION OF ARTICLE. 

It is unfair competition to manufacture an article and sell it for 
resale to the ordinary purchaser, if it is so similar in all its details, 
functional and non-functional, essential and non-essential, to the article 
made by the original manufacturer, that the ordinary man who buys 
it and uses it cannot tell it from the genuine, even though the actual 
sale to the jobber, wholesaler or middleman is without misrepresenta- 
tion. 

'NFAIR COMPETITION—ADVERTISING— EVIDENCE. 

Where plaintiff is originator and patentee of a standard construc- 
tion of store fronts made entirely of metal, and had displayed the 
words “All-Metal” in connection therewith, the use by the defendant 
of the word “Almetal” above the words “Trade-Mark” on a standard 
construction of store fronts which infringed plaintiff’s patent indicates 
unfair competition. 


— 


In equity. On final hearing. Decree for complainant. 


Wallace R. Lane and Clarence J. Loftus, both of Chicago, IIl., 
for plaintiff 


Edward N. Pagelsen, of Detroit, Mich.. for defendant. 
Tutte, District Judge: In this suit the plaintiff charges 
three things against the defendant: Infringement of patent No. 


| 
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852,450, to Plym, of May 7, 1907; infringement of patent No 
860,150, to Plym, of July 16, 1907; and unfair competition. 

The defendant admits the validity of the two patents and denies 
infringement. Defendant also admits that the structures manufac 
tured and sold by it are of such similarity in appearance to plain 
tiff’s structure that those not technically familiar with the articles 
would be confused as between the two, and would be likely to tak: 
one for the other. Defendant denies, however, that people skilled i: 
the trade and in the art, and those engaged in dealing in and ha 
dling the articles would be deceived, and denies that the defendant 
has ever sold its articles for the articles of the plaintiff, or that it 
has ever deceived any one with whom they have dealt. I will tak 
these matters up in the order that I have mentioned. 


* & * * * 


* * * JT hold claims 5, 6, and 7 of patent No. 852,450 in 
fringed. 
* * * * * 


+ * * 


I hold that this patent which is admittedly good, is 
broad enough, and that the defendant’s structure is close enough, 
so that the defendant’s structure infringes both claims of patent 
No. 860,150. 

This leads me to the other and only remaining branch of th: 
case—that of unfair competition. As I stated at the outset, it 
proven beyond dispute, and in fact is admitted in the case, that the | 
structure of defendant is so similar in appearance to that of th | 
plaintiff that the unskilled, average, ordinary consumer, the mai 
who ultimately gets the product, finally pays for it, and finally uses 
it and owns it, would not know the one from the other. 

The record shows that the plaintiff had built up a large business 
in this country in these products. The structures covered by th 
two patents in suit are closely related to each other in a commercial | 
way. The articles built under the one, and those built under th 
other, fit into the same structure, they adjoin each other in th 
structure, and they ought to be and are built in harmony with eac! 


other, and they are so sold and used. It is true, as has been urged 


by counsel, that the officers of the defendant company are men 01 
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igh standing in this community, and I ought not to do, unneces- 
sarily, any harm to their business, or to them as individuals, by any 
decision that I might make in this court. It is not for me to pass 
ipon their individual intent in this matter, and I am glad that I am 
not called upon to do that, because, knowing some of them as I do, 
| know they would not intend to violate the law, or intentionally do 
what was wrong in any particular. Yet I find, according to my 
best judgment, that they have infringed both of these patents, and, 
is I say, it must be admitted on this record that the product which 
| find was an infringement of these patents is so like to that of the 

\intiff’s product made under these patents, and upon which plain- 
tiff had built up a business and established a reputation, that it did 
n fact—whether the officers of defendant company as individuals 
ntended that it should so result or not—deceive the public. It 
ust be admitted that the ordinary layman, who owns a store and 
eeds a new show window, might specify “Kawneer,” receive de- 
fendant’s structure, and think he was getting ““Kawneer,’ and he 
never would know, unless some one told him, but that he had “Kaw- 
neer.”’ 

When patents are infringed, and articles made that are so 
similar to the genuine article, the result to the plaintiff in truth and 
in fact must be held to be unfair competition. I find, as a matter of 
fact, that the defendant has not deceived any one that purchased 
direct from it. Every one who has bought from it has known 
what he was buying, and has known that he was buying defendant’s 
product, and not Kawneer product. I am satisfied that the defend- 
int would not do so, and there is no proof that it has done so. 
On the other hand, there is proof that it has not; but I do not 
think that is the test. It would be unfair competition to do that. It 
s also unfair competition to manufacture a patented or unpatented 
irticle and sell it for resale to the ordinary purchaser, if it is so 
similar in all its details, functional and non-functional, essential and 
non-essential, to the article made by the patentee or original manu- 
tacturer, that the ordinary man who buys it and uses it cannot tell 

from the genuine, even though the actual sale to the jobber, the 


wholesaler, or the middleman is without misrepresentation (Coca 
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Cola Co. v. Gay-Ola Co. (C. C. A. 6th Cir.) 200 Fed. 720, 119 
C. C. A. 164 [3 T. M. Rep. 1]; Gaines v. Turner-Looker Co., 204 
Fed. 553, 556, 128 C. C. A. 79 [3 T. M. Rep. 311]; Enterprise 
Mfg. Co. v. Landers et al. (C. C. A. 2d Cir.) 131 Fed. 240, 241, 65 
C. C. A. 587; Yale & Towne Mfg. Co. v. Adler (C. C. A. 2d Cir. 
154 Fed. 37, 83 C. C. A. 149; Rushmore v. Badger Brass Mfg. Co 
(C. C. A. 2d Cir.) 198 Fed. 879, 380, 117 C. C. A. 225 [2 T. M. 
Rep. 489]; Ludwigs v. Payson Mfg. Co. (C. C. A. 7th Cir.) 206 
Fed. 60, 124 C. C. A. 194 [7 T. M. Rep. 47]; Farmers’ Handy 
Wagon Co. v. Beaver Silo & Box Mfg. Co. (C. C. A. 7th Cir. 
236 Fed. 731 [7 T. M. Rep. 45]). 

It is urged that the things in which these structures resembl: 
each other are all of them necessary elements in the performing ot 
functions in the practical work which the structure does, and that 
they are not for the purpose of appearance. There is some force in 
that argument, but we ought to have in mind that this is a structur: 
for showcase windows, and not for back cellar windows, or for 
places where no beauty is desired. They are intended for places 
where beauty is one of the controlling elements to be considered 
A show window is for the purpose of attracting people and getting 
them to stop and look and be pleased. One of the things desired 
is to make it beautiful. It is true that these lines are simple, but 
probably they are more pleasing to the eye than they would be if 
they were less simple. The exact form is not necessary. 

If one sees a practical and useful article on the market, and 
then later tries to design and devise something to serve the sam 
purpose for their own manufacture, it is difficult even for them to 
tell to what extent they have been influenced by the article the) 
have previously seen. So in this case it does not matter whether it 
is done consciously or unconsciously; but it is apparent to me that 
not only in the elements and the combination of elements, which | 
hold to infringe, but also as to the dress and appearance of the prod 
uct, the plaintiff's structure has influenced the dress and appear 


ance of the defendant’s structure. They are so similar in ever) 
particular that, even though it was not intentional, I feel that the 


plaintiff's structure must have influenced the form, shape, dimen 








| 
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sions, and appearance of the defendant’s structure, as well as the 
construction of elements which I hold infringe. 

It is true the defendant placed its name upon each piece that it 
manufactured. These pieces are of considerable size, and that 
would not of necessity mean that each piece, when resold, would 

ive the defendant’s name upon it. The name is something that 
me would not wish to have in too conspicuous a place; one would 
probably not want to buy these articles if the name was placed in 
such a conspicuous way that the ordinary observer would see it. 
More than that, by placing the name once upon a strip, it is not 
likely, in every case, to get in such a position that the owner of the 
building would see it and observe it. What I have said about plac- 
ing the defendant’s name upon these pieces applies to the corner 
strips and the dividing strips, but does not apply to the sash strips. 
No name was stamped on the sash strips. Along with the defend- 
int’s name appeared the word ‘“Almetal,” with the word “Trade- 
mark’ under it. And these words have also been conspicuously 
displayed in the defendant’s advertising matter. While this is not 
a large element in the matter, and not a thing that I have given 
great weight to, I think it is an item to be considered, along with 
all the other things, upon this question of unfair competition. It 
seems that the plaintiff was the first to actually make an all-metal 
strip of this kind for store fronts. The old ones that have been 
shown me as having been made before plaintiff's two patents in 
suit, and before plaintiff began to build up its business in these 
irticles, are not commercial articles. They were mere material 
ised by mechanics, along with other material, in building store 
fronts. ‘They were not sold as standard construction, but sold as 
so much material, and mechanics bought it as they would buy lum- 
ber to build and use in constructing store fronts. 

The use of this word ““Almetal” as a claimed trade-mark, by the 
defendant, when in fact, it did not have a trade-mark, and would 
not be able to get a legal valid trade-mark in this name, was in 
reality a misrepresentation. It is substantially the word which 
had been prominently displayed by the plaintiff long prior to its 


ise by the defendant—not the exact word. The word that the 
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plaintiff displayed was ‘“All-Metal,” spelling the words correctly, 
and connecting them with a hyphen; but they are pronounced thx 
same, they meant the same to every one, they are descriptive, the) 
are not fanciful words, and therefore not subject to registration as 
a lawful trade-mark; so I am not entertaining the thought that d: 
fendant infringed any trade-mark of the plaintiff, but simply con 
sidering that along with all of the elements in this case, as one ot 
the “straws” directing the conclusion which I feel forced to reach, 
that defendant has been guilty of unfair competition. This is 
a term that the plaintiff was using in connection with its business 
It was long ago engaged in the business of manufacturing an all 
metal construction of this kind. This defendant, before or about 
the time that it engaged in the operation of the business which | 
am now about to restrain, must have known of the decree of this 
court (Kawneer Mfg. Co. v. Toledo Plate & Window Glass Co 
[D. C.] 2382 Fed. 862) holding the first-mentioned patent in suit 
valid. 

It is not a pleasant thing to restrain reputable business men 
from engaging in a business which they have built up, and whicl: 
is undoubtedly profitable to them, and in a way helpful to the com 
munity and to the public However, there is no question but that. 
if I am right in my findings of fact and conclusions of law as to 
these other matters, it is a just law that would restrain, becaus: 
that business has been built up, as I view it, at the expense of th: 
plaintiff, using things that plaintiff's genius had devised and really 
given to the world, and under our patent law, and the law as to 
unfair competition, defendant ought not to have built up the busi 
ness which it has built up in these particular articles. 

A decree will therefore be entered in favor of the plaintiff for 
such profits and damages as plaintiff is entitled to under the findings 
whieh I have made, and reference will be made to William S 
Sayres, Jr., the standing master of this court, to take an accounting 
as to the damages and profits, and a permanent injunction wi 
issue restraining the defendant from infringing these patents, a1 


from continuing the unfair competition. 
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DAYTON, ET AL. Vv. IMPERIAL SALEs & Parts CoMPANY, ET AL. 
(161 N. W. Rep. 958) 


Michigan Supreme Court 


March 30, 1917 


TrapDE-Marks—GENERIC Worpbs. 

The word “Imperial” is a generic word, adjective in its nature, 
and is most commonly used to signify imposing size, appearance or 
excellence. 

2. Unram Competition—Repair Parts—Trapbe-N Ames. 

Any persons may legally engage in the business of repairing old 
automobiles and supplying repair parts therefor, but they may not, 
under an assumed imitative name, benefit themselves to the injury of a 
rival to whom the imitated name belongs. 

Unrarr CoMPETITION—EVIDENCE OF CONFUSION. 

In a suit alleging unfair competition by reason of the similarity 
of trade-names it is not necessary to wait until the name of the later 
adopter is actually in use. 

4. Unram CompeTITION—FRAUDULENT INTENT. 

In a suit alleging unfair competition by reason of the similarity 
of trade-names, even if the name of the defendant was assumed in 
good faith without any intention of misleading the public or unfairly 
competing with the plaintiff, the defendant is held to the same re- 
sponsibility, where he has knowledge of all the facts. 

"NrFAIR CoMPETITION—TRADE-N AMES. 

In a suit alleging unfair competition, by reason of simulation of a 
trade-name, although neither party can acquire exclusive use of any 
one of the words employed in the names, the plaintiff, by first adopting 
a special or distinctive arrangement of these words as a trade-name 
acquires an exclusive right to the name so formulated, and the use of 
a notice by the defendant, to the effect that he has no connection with 
the plaintiff, will not suffice to relieve the infringement. 


ow 
~~ 


On appeal from a decree of the circuit court granting an in- 
junction. Modified and affirmed. 


For the opinion of the lower court, see 7 T. M. Rep. 311. 


Harry C. Howard, Kalamazoo, Michigan, for plaintiff-appel- 
lant. 


Wilson & Cobb, Jackson, Michigan, for defendant-appellee. 
Before Tue Fuit Bencu (except Person, J., not sitting). 


Steere, J.: This injunction bill was filed by the Imperial 
Automobile Parts Company of Jackson, Michigan, “(and _ the 


Standard Motor Parts Company joined as co-plaintiffs herein)” te 
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restrain the Imperial Sales and Parts Company, of Jackson, from 
resorting to unfair competition in trade by soliciting, advertising 
and doing business in Imperial automobile repair parts under its 
present name, which is charged to have been assumed in close imita 
tion of that to the Jackson plaintiff with a design to deceive and 
mislead prospective customers of the latter to patronize defendants 
company unwittingly. 

The Imperial Automobile Company, a corporation formerly 
established in the City of Jackson, Michigan, became financially) 
embarrassed after manufacturing several thousand of its automobiles 
and went out of business. Its affairs were wound up at the instance 
of creditors and its assets disposed of. When in active operation it 
ran in connection with and auxiliary to its manufacturing business 
a repair parts department, or business, equipped with appliances 
and material adapted to such use. In the process of liquidation this 
was separately advertised for sale on October 2, 1915, as the 
“Repair Parts Business’ of the Imperial Automobile Co. On 
October 15, 1915, the Standard Motor Parts Co. of Detroit, Michi 
gan, bought the same for $38,000. The purchase included all 
machinery of the Imperial Automobile Co., not then under lease, 
office furniture, material, parts, etc., too numerous to mention—in 
cluded the name “Imperial, and all mail rights connected with it,’ 
but excluded “car manufacturing rights.” When the purchase was 
made the Imperial Automobile Co., or those in charge of its assets, 
still continued the repair parts business although the manufacture 
of Imperial automobiles was a thing of the past. 

Plaintiffs Dayton and Grant, who were interested in the Detroit 
Parts Company almost immediately took over the Jackson purchase 
under some arrangement not disclosed in detail and, thus equipped, 
proceeded to organize a co-partnership and run a repair parts busi 
ness at the Imperial Automobile Company’s former plant in Jack 
son under the name “Imperial Automobile Parts Company,” prop 
erly qualified to do business under such assumed name by filing th: 


requisite record of organization with the clerk of Jackson county, 


showing names and addresses of the partners, etc. Letters and 
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trade circulars were sent out by them under that name as early as 


November 1, 1915. 
Defendants Redfield and James Beadle were old employees 
f the Imperial Automobile Company and were employed for a time 
plaintiffs—Beadle about six weeks and Redfield near two months. 
In the latter part of December, while vet in plaintiffs’ employ, 
they planned and arranged to organize a corporation for the pur- 
pose of engaging in the same line of business under the name “Im- 
erial Sales and Parts Company.” Defendant Haehnle, a brewer 
f Jackson who furnished the financial backing, testified that he 
rst proposed the project and subsequently endorsed the note of 
Karlene Beadle for her stock, her name being put in the articles of 
corporation at suggestion of James Beadle, her father. The in- 
irporators of record consisted of defendants Haelnle, Redfield and 
Karlene Beadle. James Beadle took no stock in his own name but 
was made general manager. Just when they perfected the organ- 
zation is not clear but Redfield testified, “I think the Imperial 
Sales and Parts Company did the first business on New Year’s day.” 
Redtield was the bookkeeper of the Imperial Automobile Com- 
pany and continued as such during its period of liquidation, and 
while working for plaintiffs was also in his former employment in 
that capacity, each company paying one-half his salary. While 
ilso in plaintiffs’ employ he had access to its books and records. 
Beadle had been purchasing agent for the Imperial Automobile 
Company, which made an assembled car. While in plaintiffs’ em- 
ploy he got up schedules and lists for them of the different material 
nd parts purchased or manufactured by the old company for use 
n its different models and of the names of persons he knew were 
wners of cars, giving directions to girls doing the clerical work 
s to how to get the names from the books and put them on cards. 
It is charged by plaintiffs that these two defendants took lists 
nd obtained special information as to customers of plaintiffs and 
persons owning Imperial automobiles, by reason of their employ- 
ment. Those defendants absolutely deny this, asserting they took 
iway no memoranda and availed themselves of no information de- 


rived from their employment with plaintiffs. 
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Defendant DeLamater, who was president of the Imperial 
Automobile Company for some time and officially connected with a 
bank in Jackson, was charged with being interested in the de 
fendant Imperial Sales and Parts Company, and conspiring to 
furnish his co-defendants with information relative to plaintiffs 
business. This he denied under oath asserting he had no interest 
in the defendant company, and explained clearly the scant circum 
stances from which the charge was claimed to be inferable. We 
agree with the trial court that plaintiffs wholly failed in establishing 
any legal culpability as to him. 

Plaintiffs filed their bill on January 18, 1916, obtaining an 
order to show cause why an interlocutory injunction should not issue, 
and restraining defendants, interim, from using the name “Imperial, 
advertising or in any manner conducting the business under th 
name complained of. Defendants filed an answer on January 24, 
1916, at the same time moving that the restraining order be vacated. 
which motion was granted, as it appeared to the Court from de 
fendants’ answer that they proposed to carry on business in such 
a manner as not to mislead or confuse, and to state in their adver 
tising matter that they were in no way connected with the Imperial 
Automobile company or with plaintiffs. 

Defendants testified at the hearing, and there was no_ proof 
to the contrary, that prior to January 18 they had done no genera! 
business, printed no stationery nor circulated any advertising litera 
ture, and showed that thereafter they printed upon their corporate 
stationery, in the upper left hand corner, in red, the statement, 
“This company is in no way connected with the Imperial Automobile 
Parts Company’; and upon the only circular letter which they 
sent out ‘Let us mention one fact: That we are not connected in 
any way with the Imperial Automobile Company, which has dis 
continued the manufacture of automobiles, the Standard Motor Parts 
Company, the Imperial Automobile Parts Company or any other 
person, firm or corporation.” It is not unreasonable to surmise 
that the injunction suit quickened them to adopt this disclaimer, and 
we do not disagree with the expressed view of the trial court that 


“Tt is not necessary to find that defendants in selecting a name for 
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the corporation so similar to that of plaintiffs’ company deliberately 
planned on confusion of names as an asset, although the evidence 
leads dangerously close to such conclusion.” The court decided 
however, that, analogous to the rule stated in Allegretti Chocolate 
Cream Co. v. Keller, (85 Fed. 643), if this disclaimer was per- 
petuated and emphasized by carrying with defendants’ corporate 
name so near to it as to challenge attention whenever and wherever 
ised in trade, the statement that it was in no way connected with 
the Imperial Automobile Parts Company, it would serve the pur- 
pose of ample warning against confusion and granted the injune- 
mn asked for unless this was done, with costs. 

Appellants complain that the trial court, after having substan- 

lly agreed with their contention and stated in substance that de- 

fendants only adopted the disclaimer “to save the day in a lawsuit” 

nd that plaintiffs were entitled to relief, failed to grant any ade- 

iate relief; while defendants cry out against impugning their 

otives and sincerity of purpose, in going “further than other courts 

I ive gone in cases involving similar facts’’ by compelling them to 

irry and advertise the name of their rival upon their stationery and 
idvertising matter in close connection with their own. 

It is evident that “Imperial,” considered by itself, is a generic 
word, adjective in its nature, most commonly used as signifying 
imposing size, appearance or excellence, primarily free to the use 
of all for whatever it may imply, and counsel for plaintiffs state 
that they are not complaining of the unlawful use of it as a trade- 

irk, but of unfair competition in trade, resulting from its imitative 
se in name-combination and the disloyalty of employees. The 
itter grievance, though charged in the bill, is but incidentally 
uvolved and scarcely a matter for injunctive relief. The scheme 
f the bill is purely unfair competition in trade arising through the 
adoption by defendants of not only the word “Imperial,’” which 
through its previous adoption, and adaptation by plaintiffs’ grantor 
to a named article of its manufacture was used with an expansive 
meaning, but particularly, and in that connection, to the assumption 
of a trade-name closely imitating that of plaintiffs’ leading to con- 


fusion and tending, because of its similarity, to be taken by the 
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public for that of plaintiffs’. Of this the learned Circuit Judge 
said in his opinion [7 T. M. Rep. 313]: 


“The word ‘Imperial’ standing alone may imply no more than superi- 
ority, but in the case at bar the word as used by the plaintiffs in their 
assumed business name and the defendant corporation in its business name, 
was clearly intended and used in its expansive and earned business sense, 
and as such it must be held to extend in its meaning and to stand in the 
trade as relating to a particular make of automobile by that name, and 
for which the parties hereto were prepared to supply parts. 

The word ‘Imperial’ had acquired a trade significance and served to 
identify the business of plaintiffs with a particular make of automobile 
and was therefore of value in trade solicitation and as a means of direct- 
ing attention to plaintiffs’ company. 

Plaintiffs recognizing this trade value of the word employed it in 
assuming their business name. 

Defendants also recognizing the trade value of the name ‘Imperial’ and 
knowing that plaintiffs had assumed it in their trade-name, employed the 
word in naming their corporation. 

The word ‘Imperial’ had acquired a secondary meaning in the auto- 
mobile parts business and the name Imperial Sales and Parts Company was 
selected by defendants for this reason. 

There is a misleading and studied similarity between the names 
Imperial Automobile Parts Company and Imperial Sales and Parts Com- 
Company, well calculated to confuse the public into mistaking one for 
the other. 

The same purpose actuated both plaintiffs and defendants in selecting 
their trade-names, but with plaintiffs the field of selection was open, while 
in the case of defendants, fair dealing demanded that they steer clear 
of taking a name so similar to that of plaintiffs that it would be well 
calculated to lead the public into the mistaken belief that in buying parts 
of the corporation they are dealing with plaintiffs.” 


Unquestionably, defendants or any one else may legally engage 
in the business of repairing and supplying new parts to old auto- 
mobiles as freely as they can go into the grocery business. It is 
also true that there is no law against their specializing in any 
particular make or model and so advertising, but they may not 
under an imitative, assumed name benefit themselves to the injury 
of a rival to whom the imitated name belongs, and it is not necessary 
to wait until a name that tends to breed confusion and mislead the 
public, likely to be used to that end, is actually used in the business 
of a defendant. (Nims on Unfair Business Competition, Sec. 226). 
Even if the name was assumed in good faith without any intention 
to mislead the public and unfairly interfere with plaintiffs’ trade, 
the defendants, having knowledge of all the facts, are held to the 


same responsibility. (Charles S. Higgins Co. v. Higgins Soap Co. 
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114 N. Y. 462). In this case defendants certainly had full knowl- 
edge of the facts. 

The claim of defendants that plaintiffs were, like themselves, 
beginners and not long enough in the business to have acquired any 
good will is not tenable. They not only obtained an established and 
going business, including all good will, mail rights, stock equip- 
ment, organization, etc., in its repair parts business, which the 
Imperial Automobile Company had built up and could convey, but 
with that start had been doing business under their partnership 
name, making lists of owners of Imperial cars, sending them cir- 
culars advising of the continuation of the business under the changed 
ownership and name, from October until this bill was filed on 
January 18th. In selecting a trade-name for that particular busi- 
ness they naturally recognized the importance of “Imperial” as a 
master word in advertising value and placed it at the head when 
devising their trade-name. When later defendants adopted a trade- 
name they not only did the same thing, but used the same words in 
the same order except that they substituted “Sales and” for ‘‘Auto- 
mobile” in the center of the name. Granting that neither party 
can acquire exclusive use of any one of the words employed in 
plaintiffs’ trade-name, they could by first adopting and appro- 
priating as their trade-name a special or distinctive arrangement 
ind combintaion of those words acquire an exclusive right to the 
name so formulated. A misleading simulation of the name as an 
entirety, not the use of a particular word, is the gist of the wrong 
omplained of by plaintiffs. 

We think the conclusion of the trial court that the circum- 
tances disclosed in this record entitled plaintiff to relief is fully in 

irmony with well established rules, and finds direct support in 
People’s Outfitting Co. v. People’s Outlet Co., (170 Mich. 398) and 
authorities there cited; but we are unable to conclude that the per- 
mitted use of the offending name with a disclaimer affords appro- 


priate or full relief in a case of this kind where the defendant is 


doing business under a purely assumed trade-name and is found to 
have unlawfully imitated that of plaintiff. 


The Allegretti case, which was approved and followed by the 
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trial court in granting relief here, involved an unfair use of his own 
name by a defendant. Having there found that the “younger 
Allegretti had endeavored to create a confusion as to the identity 
of the chocolate cream manufactured by himself and by the com 
plainant respectively,’ the Court referred to the case of Baker v. 
Saunders, (26 C. C. A. 220), as containing a “convenient rule ap- 
plicable to cases of this kind” and said “such rule may be followed 
here.” In the Baker case a suit was brought by the proprietors of 
the original ““Baker’s Chocolate’ Company to restrain one W. H. 
Baker from using his own name in the manufacture and sale of 
chocolate in such manner as to unfairly benefit by the reputation of 
complainant’s commodity. Of the situation thus presented the 


Court said: 


“The complainant is entitled to relief against further use of a title 
which causes confusion, provided such relief can be granted without de- 
priving W. H. Baker of the right to use his own name in connection with 
the chocolate business. The doctrine is equally well settled that equity 
will direct how a man shall use his name in his purpose to denote his own 
individuality. He will not be allowed to so use his own name as to work 
an injury to another having the same name, or to perpetuate a fraud upon 
the public.” 

To meet such a situation the rule referred to was formulated 
so as to grant to complainant relief without depriving defendant of 
his inherent right to use his own name in connection with the choco- 
late business. No question of any defendant’s own name arises 
here. 

The generally recognized and customarily granted relief in 
cases of this kind, and that to which plaintiff is reasonably entitled 
where the offense is established, is restraint from further use of the 


imitating name. Plaintiffs are entitled to such relief, 


The decree of the Court below will be modified accordingly and 


so modified stand affirmed with costs in this Court to plaintiffs. 
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DAYTON, ET AL. Vv. IMPERIAL SALES AND Parts COMPANY, ET AL. 
Michigan Circuit Court 
Jackson County, March 27, 1916 


TrRADE-N AMES—SIMULATION—NOTICE, 

Where a company adopts, as the principal part of its name, a 
word which has acquired a secondary meaning in the trade because of 
prior use by a competitor, such simulation should be restrained, unless 
sufficient notice is given to the public of the separate identity of the 
later user. 


In chancery. Injunction for plaintiffs. 


Harry C. Howard, of Kalamazoo, Michigan, for the plaintiffs. 


Wilson & Cobb, of Jackson, Michigan, for the defendants. 


Wiest, J.: Bill by the Imperial Automobile Parts Company, 
a co-partnership, to restrain the Imperial Sales and Parts Company, 
a corporation, from soliciting and doing business in Imperial auto- 
mobile parts, under that name, on the ground that, in taking that 
corporate name, it was intended thereby to lead persons intending 
to do business with the plaintiffs to do business with defendant 
corporation, under the mistaken belief that it is the plaintiff's com- 
pany, and therefore the use of such name is unfair business com- 
petition on the part of defendants. 

It appears that the Imperial Automobile Company at one time 
was in the business and made and sold several thousand automobiles, 
and before the organization of plaintiffs’ co-partnership and the de- 
fendant corporation, had on hand automobile parts inventoried at a 
cost price of $107,000.00. 


The Imperial Automobile Company being financially embar- 


rassed, was taken in hand by its creditors, and they sold to the 
Standard Motor Parts Company the motor parts at the price of 
$38,000.00, with the right to use the name “Imperial.” 

The plaintiffs are doing business under the assumed name 
registry law, and have acquired the rights of the Standard Motor 
Parts Company in the Imperial Automobile Parts, including the 
claimed right to use the name ‘‘Imperial.” 


No case has been made against the defendant DeLamater and 
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as to him the bill is dismissed with his costs against plaintiffs to be 
taxed. 

Defendant Redfield at one time was bookkeeper for the Im- 
perial Automobile Company and later acted as bookkeeper for a time 
for plaintiffs. 

While so employed by the plaintiffs, he planned on forming the 
defendant corporation, and in the naming of the corporation he 
had in mind the value the name “Imperial’’ would be to the business 
of selling automobile parts. 

Defendant James T. Beadle was at one time in the employ of 
the Imperial Automobile Company and also in the employ of plain- 
tiffs, and is now general manger of defendant corporation, but has 
no financial interest therein, although he and defendant Haehnle 
aided defendant Karlene Beadle in raising the money she has in- 
vested in the corporation. 

Plaintiffs’ claim that the individual defendants, outside of 
DeLamater, being aware of the extensive and profitable business to 
be done by plaintiffs in the sale of Imperial automobile parts, or- 
ganized the defendant corporation and styled it the Imperial Sales 
and Parts Company, because of the similarity of such name to 
that assumed by the plaintiffs, in order to pass it off on the public 
as the plaintiffs’ company. 

Defendants deny the charge; deny that plaintiffs did or could 
acquire any proprietorship in the generic word “Imperial” and 
insist that they are within their rights, and claim that they have 
avoided all possibility of confusion of names by printing upon the 
corporate stationery a notice that “this company is in no way con- 
nected with the Imperial Automobile Parts Company.” 

The stipulation that the name “Imperial” might be used by the 
purchaser of the parts from the Imperial Automobile Company is 
not of governing force in this litigation and therefore I shall give it 
no more than passing notice. 

Whether such intended transfer of the right to use a part of 
the name of the vendor carried anything more than immunity in 
its use by the vendee is very doubtful. 


It is questionable whether a trade-name may be split and a 
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part of it go with mere articles of manufacture and carry any part 
f the good will of the business. 

The adaptation of a generic word to an article of manufacture, 
r to the formation of a business name to place an identity upon an 
utput because of its significance, undoubtedly requires that such 
word be thereafter considered in relation to that business or any 
f its ramifications in its expansive sense. 

The word “Imperial” standing alone may imply no more than 
superiority, but in the case at bar, the word as used by the plaintiffs 
n their assumed business name and the defendant corporation in 
ts business name, was clearly intended and used in its expansive 
ind earned business sense, and as such it must be held to extend in 
ts meaning and to stand in the trade as relating to a particular 
make of automobile known by that name, and for which the parties 
iereto were prepared to supply parts. 

The word “Imperial” had acquired a trade significance and 
served to identify the business of plaintiffs with a particular make 
‘f automobile and was therefore of value in trade solicitation and 
s a means of directing attention to plaintiffs’ company. 

Plaintiffs recognizing this trade value of the word employed it 
n assuming their business name. 

Defendants also recognizing the trade value of the name 

[mperial” and knowing that plaintiffs had assumed it in their 
trade-name, employed the word in naming their corporation. 

The word “Imperial” had acquired a secondary meaning in 
the automobile parts business and the name Imperial Sales and 
Parts Company was selected by the defendants for this reason. 

There is a misleading and studied similarity between the names 
imperial Automobile Parts Company and Imperial Sales and Parts 
Company, well calculated to confuse the public into mistaking one 
for the other. 

The same purpose actuated both plaintiffs and defendants in 
selecting their trade-names, but with plaintiffs the field of selection 
was open, while in the case of defendants fair dealing demanded 
that they steer clear of taking a name so similar to that of plain- 
tiffs that it would be well calculated to lead the public into the 
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mistaken belief that in buying parts of the corporation they are 
dealing with plaintiffs. 

It is not necessary to find that defendants in selecting a name 
for the corporation so similar to that of plaintiffs’ company delib 
erately planned on confusion of names as an asset, although evidence 
leads dangerously close to such a conclusion. 

If the name simulates a competing and prior existing trade- 
name and it can fairly be said that it will naturally and necessaril 
lead to confusion to the pecuniary advantage of defendants by way 
of leading the public into the belief in their intended dealings with 
plaintiffs that it is plaintiffs’ company, or that its goods are those ot 
plaintiffs, then the end accomplished will bear as much unrighteous 
pecuniary fruit as though all the time fraudulently intended. 

Defendants have a right to engage in the sale of automobile 
parts for the Imperial make of automobile, and to advertise and 
solicit trade in such parts, but it must not be done under a name 
adopted because of its similarity to that of an earlier and competing 
company, unless fair warning is given to the public that it is not 
the other company. 

Defendants insist that the disclaimer carried upon the corporate 
stationery is amply sufficient to save any one from being confused 
or mislead as to the identity of the corporation and to convey the 
information that it has no connection with plaintiffs’ company. 

Plaintiffs ask that defendant corporation be made to assume 
some other name. 

The remedy to be awarded should not go beyond protection to 
the name adopted by plaintiffs. 

It is not the province of this court to aid the plaintiffs in carry 
ing on their business without opposition, and the court finds nothing 
in the case calling for protection of plaintiffs in the sale of their 
auto parts because of acquired celebrity under the name “Imperial.” 

The rights of plaintiffs will have all the protection the law ca: 
give if they are saved from having the name of the defendant cor 
poration lead the public to confuse it with that of the business of 
plaintiffs. 


It seems to me that the disclaimer carried upon the stationery 
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will serve the purpose of ample warning and notice, provided it is 
placed so near the corporate name wherever that name is used that 
it will challenge the attention of one reading the name itself. 

I approve of the reasonable rule adopted in Allegretti Chocolate 
Cream Co. v. Keller, (85 Fed. Rep. 643). 

Plaintiffs may have a permanent injunction restraining the 
defendants from using the name Imperial Sales and Parts Company 
in business unless such name whenever and wherever used in the 
trade, carries with it and so near thereto as to reasonably challenge 
attention to the fact, that the company is in no way connected with 
the Imperial Automobile Parts Company. 

A decree is granted in accordance with this opinion, and in- 
asmuch as the defendants did not make disclaimer upon the corpo- 
rate stationery until after suit, and still contest as though the dis- 
claimer is of their grace and not of right, costs are granted plaintiffs. 


KLAw, ET AL. v. GENERAL Fitm Company. 
New York Supreme Court 
Appellate Division, First Department, December, 1915 


|. TrapeE-NAMES—NAME OF Pray. 

The name of a drama may become a valid trade-name, in connec- 

tion with the presentation of dramatic compositions. 
2, Unratr Competition—TRrapde-NAMEs. 

Where the name of a drama had become well and favorably known 
to the public, its appropriation in the production of a photoplay is an 
infringement upon the rights of the owner of the play. In a suit for 
unfair competition, an injunction was granted restraining the use of 
the name, and an accounting ordered of the profits resulting from the 
production of the photoplay. 


On appeal from a decision of the Supreme Court, New York 
County, in favor of plaintiffs. Affirmed. 


For the opinion of the court below, see 5 T. M. Rep. 99. 


Before INGrauam, P. J., McLavaeuuin, CLarKe, Scott and 


SmitH, JJ. 


Mortimer Fishel, of New York City, for plaintiff. 
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LeRoy D. Ball, of New York City, for defendant. 


Per Curiam: Judgment modified by striking out the pro- 
vision for an extra allowance to the plaintiffs, and as thus modi- 
fied affirmed, with costs to respondents. Order to be settled on 
notice. 


Tue PeopLe oF THE STATE OF New YorkK v. ABRAHAM GOLDSTEIN 
(175 App. Div. 503) 


New York Supreme Court 


Appellate Division, First Department, October 26, 1916 


TraDE-MarkKs—MISsLEADING ADVERTISING. 

Where a haberdasher displays a pile of shirts in a show window 
next to a card containing as the most conspicuous feature the word 
“Manhattan” in script and testifies that “Manhattan” shirts were 
actually in stock at the time, a salesman cannot be convicted of mis- 
demeanor where it is proven that he stated to the witness that there 
were no “Manhattan” shirts in stock and that he had nothing to do with 
the dressing of the window. 


On appeal from a judgment of conviction. Reversed. 


Abraham M. Grill, for the appellant. 
Robert S. Johnstone, for the respondent. 


Before Criarke, P J., McLauauuin, Scorr, Dow Line and 
Situ, JJ. 


Appeal by the defendant, Abraham Goldstein, from a judg- 
ment of conviction by the Court of Special Sessions of the City 
of New York, rendered December 17, 1915, upon a charge of mis- 
demeanor for unlawfully and knowingly exposing for sale an ar- 
ticle of merchandise which he falsely represented to be shirts made 
by an association called the Manhattan Shirt Company, in viola- 
tion of the Penal Law, Section 2354, subdivision 8, added by Laws 
of 1914, chapter 332. 

The defendant was a salesman in a haberdashery store. On 
September 28, 1915, a number of shirts were stacked up in the 
store window. - Leaning against the shirts was a large sign, a con- 
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spicuous feature of which was the word “Manhattan” in script. 
This word was practically a facsimile of the trade-mark of the Man- 
hattan Shirt Company. This sign had been in the window for 
several days. The defendant was not the proprietor of the store, 
but there was evidence to the effect that he was in temporary charge 
of the store on the occasion in question. That, however, was dis- 
puted. A salesman employed by the Manhattan Shirt Company 
saw the display in the window and went in and asked to see some 
Manhattan shirts. He was told by the defendant that they had no 
Manhattan shirts. The defendant did not sell any shirt as a Man- 
hattan shirt. It was admitted by the proprietor of the store that 
the sign was intended to convey the impression that Manhattan 
shirts were for sale there. He claimed that they had Manhattan 
shirts in the store at the time. The defendant had nothing to do 
with the dressing of the window or the placing of the sign in it. 

Per Curtam: We are of opinion that the defendant com- 
mitted no act in violation of section 2354, subdivision 8, of the 
Penal Law, under which he was convicted. The judgment is, there- 
fore, reversed and the prisoner discharged from custody. Order 
to be settled on notice. 


Seacrist Hovse WreckineG Corporation v. F. W. Seaarist, Jr., 


CoMPANY, ET ANO. 
(N. Y. L. J., April 3, 1917) 


New York Supreme Court 
Special Term, New York County, April 2, 1917 


Unratin Competition—Corporate NAME—SALE IN BANKRUPTCY. 

Where a corporate name and the good-will appurtenant thereto 
is sold in bankruptcy in invitum, and the corporation is thereafter dis- 
charged in bankruptcy, the corporation may not be prevented from 
commencing again in business under the corporate name, but it may 
be enjoined from advertising itself as being in existence prior to its 
discharge in bankruptcy. 


In equity. Judgment for the plaintiff. 


Bela Darwin Eisler, for plaintiff. 
Jason G. Lamison, for defendant. 
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Fincu, J.: This is a motion for an injunction pendente lite 
to prohibit the defendants from using in any way the name of 
F. W. Seagrist, Jr., Company, in and about any business conducted 
by defendants or either of them, and prohibiting the defendants 
from in any way indicating that the business conducted by the de- 
fendants is the same business as that formerly conducted by the 
F. W. Seagrist, Jr., Company, or was established in 1880, or is the 
oldest concern in the business, and to prohibit the defendants from 
demanding of the New York Telephone Company or of the pub- 
lishers of the “Red Book” or city directory, or of any other pub- 
lication whatsoever, the right to the insertion of the name of F. W. 
Seagrist, Jr., Company, in connection with the business of the de- 
fendant. 

In 1880 F. W. Seagrist, Jr., organized and carried on under 
his individual name the business of house wrecking. In 1899 he 
incorporated the business under the name of the F. W. Seagrist, Jr., 
Company, and continued as the chief factor in the corporation until 
his death in February, 1908. His place in the corporation was then 
taken by his oldest son, Clarence W. Seagrist, and the business con- 


tinued until January, 1915. The business of the corporation had 


been carried on at the same location for upwards of thirty-five years. 


In January, 1915, a petition in bankruptcy was filed in the 
United States District Court for the Southern District of New York 
against the corporation, and a receiver in bankruptcy was appointed, 
and this receiver continued the business under the order of said 
court until February 26, 1915, when the court ordered a sale of “the 
property, assets and effects of said bankrupt at public auction to 
the highest bidder.” At the bankruptcy sale Frederick Witz, a 
former treasurer of the corporation, purchased for $125 the name 
and good will of the said business, and for an additional $6,000 
a large amount of the assets of the corporation, and the receiver 
executed a bill of sale to the purchaser “of all right, title and inter- 
est in and to the name of F. W. Seagrist, Jr., Co., and in and to 
the good will of the corporation.” The purchaser carried on the 
business at the same location until March 10, 1915, when the Sea- 


grist House Wrecking Corporation, the plaintiff, was organized for 
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the purpose of taking over the business purchased and the pur- 
chaser conveyed to the plaintiff corporation the same right, title and 
nterest and good will and right to use the name which he had pur- 
‘hased from the receiver in bankruptcy, and in the same words. 
Che plaintiff placed the name of the F. W. Seagrist, Jr., Co., with 
the address in the telephone book and in the classified telephone di- 
rectory known as the “Red Book,” and claims to have spent consid- 
erable money in advertising the name. The plaintiff further al- 
leges that defendant Clarence E. Seagrist was a creditor of the 
F. W. Seagrist, Jr., Co., and that the dividend received by the said 
Clarence E. Seagrist was augmented by the receipt of the $125 
which the receiver received for the name and good will of the F. W. 
Seagrist, Jr..Co. The defendant Clarence E. Seagrist is the presi- 
lent of the F. W. Seagrist, Jr., Co., and on the 12th day of June, 
1916, the defendant F. W. Seagrist, Jr., Co., was duly granted a dis- 
harge in bankruptey. The defendant corporation desires to resume 
business. The other officers of the defendant, besides Clarence E. 
Seagrist, president, are Ida M. Seagrist, widow of F. W. Seagrist, 
Ir., as vice-president, and Nicholas M. Seagrist, another son of 
Frederick W. Seagrist, Jr., as treasurer. There are a number of 
ther stockholders in addition to the officers. The defendant Clar- 
ence E, Seagrist entered the employ of his father, F. W. Seagrist, 
ir., in 1888, and has ever since been connected with the business, 
becoming a partner in 1895 and later being connected with the 
orporation, becoming its president, as noted above, in due course 
fter the death of his father. 

It is clear that the pluintiff is entitled to some of the relief 
which it seeks. It will be protected in its purchase of the good will, 
which has been defined “as the probability that the old customers 
will resort to the old place” (Cruttwell v. Lye, 17 Vesey, Jr., 335, 
46). The plaintiff also has the right to hold itself out to the world 
is the successor of the F. W. Seagrist, Jr., Co. (Fisk v. Fisk, Clark 

Flagg, 77 A. D., 83). The more difficult question is whether 
plaintiff has also the right to the exclusive use of the name F. W. 


Seagrist, Jr., Co. This is not the case of a corporation being sub- 


sequently formed and interfering by adopting a name to designate 
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the corporation with a corporation or business previously existing. 
In such a case it is settled that the later corporation may be en 
joined from using a name which will interfere with the name al 
ready in use (Chas. S. Higgins Co. v. Higgins Soap Co., 144 N. Y. 
462). 

In the case at bar the corporation F. W. Seagrist, Jr., Com- 
pany antedated by upwards of sixteen years the organization of the 
plaintiff company, and while F. W. Seagrist, Jr., Company, has bee: 
in bankruptcy, yet it has complied with the law and has been dul 
granted a discharge from its debts. If the plaintiff is sustained 
in its contention there is no alternative for the defendant except to 
go out of business or to change its name, since the plaintiff seeks th: 
right to prohibit the defendant corporation from inserting its name 
in the telephone book or listing it in any way. There does not ap- 
pear to be in the courts of this state any decisive authority upon the 
question of the right of a corporation duly discharged in bank- 
ruptcy and desiring to resume business after the sale of the cor- 
porate name in invitum. But the distinction between a sale in in- 
vitum and a voluntary sale has been frequently pointed out both in 
this country and in England (V’an Bromen v. MacMonnies, 800 
N. Y. 41; Hotel Claridge Co., Inc., v. George Rector, Inc., 164 
A. D. 185 [4 T. M. Rep. 556]; Labouchere v. Dawson, L. R. 13 Eq. 
322; Trego v. Hunt, L. R., App. Cas., 1896, 7). Even in the cas 
of a voluntary transfer it has been uniformly held that in the ab- 
sence of an express agreement to the contrary the transferrer maj 
carry on a similar business in the same locality. Whether th: 
transferrer may also solicit the former customers of the old concern 
has been the question which has been found difficult. In England 
the case of Labouchere v. Dawson (supra) held that although the 
transferrer could go into business in the same locality, yet he could 
not solicit the former customers. This right to prohibit solicitation 
of the old customers was denied where the sale of the business was 
in invitum (Walker v. Mottram, L. R., 19 Ch. Div., 355). After 
some questioning of the above principle the House of Lords, i: 
1895, confirmed the doctrine laid down in Labouchere vy. Dawson, 
(Trego v. Hunt, L. R., App. Cas., 1896, 7). In Hotel Claridge v. 
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George Rector, Inc. (164 A. D. 185, at p. 189 [4 T. M. Rep. 
556|) the court said: 


“And the consensus of opinion appears to be that a sale in invitum in 
the bankruptcy court of the good will of a business does not carry with 
the exclusive right to use the business name of the bankrupt. * * *” 


In Von Bremen v. MacMonnies (200 N. Y. 41 at p. 51) the 
court said: 


“The good will which the owner thereof parts with in invitum, as in 
bankruptcy proceedings or by operation of law, as in the liquidation of a 
partnership by the lapse of time or its termination, pursuant to the articles 
\f copartnership, is a lesser property than the good will which is the sub- 
ect of a voluntary sale and transfer by the owner for a valuable con- 
ideration. In the first class of cases the former owner remains under no 
legal obligation restricting competition on his part in the slightest degree; 
i the second class of cases the former owner, by his voluntary act or sale, 
has excluded himself from competing with the purchaser of the good will 
to the extent of having impliedly agreed that he will not solicit trade from 
customers of the old business. To this extent this good will is a more 
iluable property than the good will of a business which goes to a trustee 
in bankruptcy or a receiver or survivor of partnership in liquidation. The 
good will which is the subject of a voluntary sale is therefore a different 
thing from the good will which the owner parts with perforce or under 
compulsion. * * * 


The necessity for the distinction which the law thus makes may readily 
e illustrated. If the sale of the good will upon the ordinary dissolution 
nd liquidation of a partnership imported the same obligation as that 
hich arises upon a voluntary sale not to solicit trade from customers of 
the old firm, merchants who had been in trade as partners of undesirable 
ociates would constantly find themselves, by the mere fact of the dis- 
lution of the firm they desired to leave, disqualified from seeking future 
business from those who might be their most desirable customers. Such a 
restriction should be imposed and is imposed only when the transfer of 
the good will is a free affirmative act and is made under such circumstances 
that it would be bad faith on the part of the vendor to avail himself as 
zainst the vendee of any special knowledge or advantage derived by him 
from the business whose good will he has voluntarily sold.” 


It is true that the cases above cited did not specifically deal 
with the attempted sale of a name. It may also be said that the lan- 
guage was used in deciding a case dealing with individuals and not 
with corporations, but the reason given for the principle stated is 


placed upon a much broader ground and would seem to be applicable 
to the decision of the case at bar. The principle that in the case of 


. sale in invitum the discharged debtor may solicit former customers 
is though they were strangers is sufficient to cover the case of a cor- 
poration which has been dicharged in bankruptcy so as to prevent it 
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from being compelled to either go out of business or change its 
name. 

The plaintiff relies upon the case of The S. F. Myers Cons. Co 
v. Tuttle, decided in the Circuit Court for the Southern District of 
New York (188 Fed. Rep. 532), but for the purpose of this case it 
seems sufficient to say that the court itself in its opinion based its 
decision squarely on the ground that “the application was made in 
this case for the purpose of making this motion and of endeavoring 


by a sort of trick to evade the injunction previously issued.” 


It follows that the injunction should be granted to the extent 
of enjoining the defendants from in any way holding out to th 
public the defendant F. W. Seagrist, Jr., Co. as the successor of the 
F. W. Seagrist, Jr., Co., or as “the oldest concern in the business, ’ 
and from receiving mail addressed to the Seagrist House Wrecking 
Corporation, even under the name of the F. W. Seagrist, Jr., Co. 
at the address of the plaintiff corporation. The defendant should 
not, however, be enjoined from placing its name in the telephon 
book or listing its name and receiving telephone calls and mail ad 
dressed to any other place than the office of the plaintiff, at No. 533 
East Eighteenth Street, Manhattan, New York City. 

Settle order on notice. 


Paut Dickey v. Metro Pictures CorPoRATION, ET AL. 
New York Supreme Court 
Special Term, New York County, April 27, 1917 


Unrairn CompPpetitionN—NoticE—ACCOUNTING. 

Where defendant, after being notified of its infringement of 
plaintiff's photo-play title, continued to infringe, plaintiff is entitled 
to an injunction and to an accounting limited, however, to damages 
sustained and profits derived from sales after the receipt of the no 
tice. 

Unrair ComMPeTITION—TITLE oF Pray. 

The proprietor of a play may enjoin the presentation of a phot 
play under the same title, although it is not claimed that the storie 
are in any way similar. It is clear that competition may exist b« 
tween a play and a photo-play with resulting damage to the former 


In equity. Judgment for plaintiff. 
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Nathan Burkan, attorney for plaintiff. 
J. Robert Rubin, attorney for defendant. 


Piatzek, J.: There can be no doubt that plaintiff is entitled 
to the injunction prayed for (Klaw v. General Film Co., 154 N. Y. 
Supp. 988 [5 T. M. Rep. 99]; affirmed 171 App. Div. 945 [7 T. M. 
Rep. 315]); but I think the further relief demanded must be largely 
irtailed. 
The case rests on the theory of unfair competition. It can, 
therefore, only be sustained by showing that the defendant knew 
plaintiff's prior use of the title in question while itself mak- 
g use of the same title. This is shown as to defendant's use 
t the title, which is admitted by the answer, at times subsequent 
the date when notice of plaintiff's claim was proved to have 
en given. Its use prior to that time appears to have been only a 
necidence. It was innocent and accidental. 
Plaintiff did not undertake to show when the letter written by 
s attorney on Saturday, April 22, 1916, was received by the de- 
iendant. The testimony of the defendant’s witness on the point is 
ot as clear as it might be but in one place he testifies that it was 
t received until Monday, the 24th, the day when, in the ordinary 
irse of business, the defendant released its films throughout the 
untry. In the absence of any evidence on the point on the part 
' the plaintiff I shall find that it was received on April 24th, and 
e accounting which may include damages and profits (Sharpless v. 
wrence, 213 Fed. Rep. 426 [4 T. M. Rep. 333]; 38 Cye. 908, 
>), must be limited to damages sustained and profits derived 
trom sales, leases or other dispositions of the films made after that 
te. (Saalehner v. Siegel-Cooper Co., 179 U. S. 42; N. K. Fair- 
ank Co. v. Windsor, 124 Fed. Rep. 200; Clinton Metallic Paint 
oo Vv. N. Y. Metallic Paint Co., 23 Misc. 66, 73; Wolf Bros. Co. v. 
lamilton Shoe Co., 240 U. S. 251 [6 T. M. Rep. 169]). 


In so far as the title was innocently used without knowledge of 


plaintiff’s rights the case differs from Selig v. Unicorn Film Corp., 
163 N. Y. Supp. 62 [7 T. M. Rep. 139]). There the appro- 


priation was knowingly and deliberately made. The case is also 
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said by counsel to differ from Dickey v. Mutual Film Corp. (16 
N. Y. Supp. 609 [6 T. M. Rep. 423]) in the fact that the adver 
tisements in that case were expressly found to convey the impre; 
sion that the defendant’s picture was a reproduction of plaintiff - 
play. The findings I have made, relating to the defendant’s in 

proper appropriation, use and advertisement of plaintiff's title wil 
be understood to relate to the conduct of the defendant after noti: 

of plaintiff's rights. 

The requests for findings have been passed upon. Settle 
decision on notice which shall embody all findings made by me anc 
which shall further provide for the injunction and accounting pr: 
posed by plaintiff except that the profits and damages to be a 
counted for and assessed shall be limited as above indicated a: 


that this relief shall be granted only against the defendant served 
and which shall provide for final judgment on the coming in and 
confirmation of the referee’s report; and shall further provide tha‘ 
all questions as to costs and allowances be reserved until final judg 


ment. 


[Nore: The facts in this case are as follows: The plaintiff wrote 
playlet or vaudeville sketch which was called “The Comeback” and whi 
was produced from 1911 to 1913. It was again produced in vaudevill 
houses in 1915. The defendant, a motion picture producer, put out a pi 
ture under the same title. The context of the two productions was in | 
way similar. Suit was brought on the ground of unfair competition, a: 
an injunction was granted restraining the further use of the title by t! 
defendant. 

A similar situation involving the same title was decided in a simila 
manner by Justice Clark in Dickey v. Mutual Film Corporation (6 T. ™ 
Rep. 423)]. 


Tue Kewitoce Foon Co., ann JoHN H. Kewtioaea v. KELLOGG 
Toastep Corn Fiake Company 


District of Columbia Court of Appeals 


June 2, 1917 


1. Trape-Marxs—OppositioN—Opposer’s INTEREST. 

Where, in an opposition proceeding, the goods of both parties 
of the same descriptive properties, the fact that applicant and 
poser entered into an agreement restricting applicant’s use of 
mark is evidence of the opposer’s interest in the same. 





KELLOGG FOOD CO., & JOHN H. KELLOGG V. KELLOGG co. 325 


Prape-MarKks—Opposition—DisMissav. 
Where the right to register an essential part of the name of the 
opposer is in issue, the opposition should not be dismissed on motion. 


On appeals from two decisions of the Commissioner of Patents. 
Reversed. 


For the decisions of the Commissioner of Patents from which 
ese appeals were taken, see 7 T. M. Rep. 340. 


F. L. Chappell and Otis A. Earl, for the appellants. 
W. H.C. Clarke, J. H. Brickenstein and C. H. Potter, for the 
appellees. 


Ross, J.: These are appeals by the opposers in trade-mark 
position proceedings from decisions of the Patent Office tribunals 
staining the motions to dismiss the oppositions. 

The first opposition involves the word “Kellogg’s,’ which the 
»plicant seeks to register. In the notice of opposition it is set 
‘orth that The Kellogg Food Company and its predecessors for 

ny years have been engaged in the manufacture and sale of foods 
nd food ingredients at Battle Creek, Michigan, the home of the 
plicant, and that John H. Kellogg for more than thirty years has 
voted a large amount of time to the production of foods and bever- 
ves, particularly nut and cereal foods and cereal beverages; that 
products of the opposers, including breakfast foods, “have be- 
e known throughout the civilized world as ‘Kellogg Food Com- 
ny. ‘Kellogg Sanitarium, ‘Dr. Kellogg’, and ‘Kellogg’s Foods’ 
| are all identified as opposers’ products”; that in about the year 
106 said John H. Kellogg sold to the applicant’s predecessor the 
lusive right within the United States to manufacture, sell and 
| in “Toasted Corn Flakes” and ‘Toasted Corn Flake Bis- 
t.” but did not part with the right to use the name “Kellogg’s* 
connection with any other cereal foods; that thereafter litigation 
‘ose which was terminated by an agreement, a copy of which was 


tached to the notice of opposition. Under the terms of that agree- 


” «66 


ent opposers agreed not to use the word “Kellogg’s” ‘“‘as a part 
the name or title or designating words of flaked cereal food, made 


‘ sold by them, or either of them. Flaked cereal food to include 
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biscuits made from flaked cereals.’ This restriction was to apply 
to the United States only. It thus appears that the agreement is 
in accord with the averment in the notice of opposition that the sal 
to applicant’s predecessor was limited to flaked cereal food. 

In applicant’s motion to dismiss it is averred that neither of 
the opposers shows any right whatever to the name “Kellogg” or 
“Kellogg's.” The Examiner of Interferences ruled, first, that ther: 
was no sufficient averment of interest on the part of the opposer; 


and, second, that the notice of opposition did not raise the questio: 


as to the right of applicant to register its corporate name. Bot! 
of these rulings were challenged before the Assistant Commissioner 
but he sustained the decision of the Examiner. 

Both grounds of the opposition should have been sustained 
It is clearly averred that the opposers’ products of the same gen 
eral descriptive properties were known as “Kellogg's” foods befor 
applicant’s entry into the field, and the agreement to which appli 
cant was a part inferentially recognizes opposers’ interest in th 
name. (Natural Food Co. vy. Williams, 30 App., D. C., 348; 
Electro Steel Co. v. Lindenberg Co., 43 App., D. C., 270 [5 T. M 
Rep. 295]|). As to the second ground, it is apparent from th 
averment of the motion to dismiss that applicant understood thiat 
the right to register an essential part of the name of the opposer, 
was being challenged, and it further appears that the question wa, 
pressed before both tribunals. The decision in Rookwood Pottery 
Co. v. Wilhelm Co., (43 App., D. C. 1 [5 T. M. Rep. 152]), there 
fore does not apply. In that case it was held merely that such 
question could not be raised for the first time in this Court. T! 
statute clearly prohibits such a registration. (Asbestone Co. \ 
Philip Carey Co., 41 App., D. C., 507 [4 T. M. Rep. 161]; Mans 
field T. & R. Co. v. Ford Motor Co., 44 App., D. C., 205 [6 T. M 
Rep. 141]; In Re United Drug Co., 44 App., D. C., 209 [6 T. M 
Rep. 101]; Burrell v. Simplex Electric Heating Co., 44 App., D. ¢ 
452 [6 T. M. Rep. 236]). 

The second opposition involves the proposed registration of t! 
words “‘Kellogg’s Toasted Rice Bubbles,’ the use of which, it i: 
alleged, commenced in 1915. In addition to the averments in t! 
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prior opposition, opposers allege the manufacture and sale for many 
years of rice products in various forms, known as cereal breakfast 
foods. Applicant filed a disclaimer to the words “Kellogg's,” 
“Toasted” and “Rice,” “apart from the mark shown in the draw- 
ing.” Opposers’ interest appearing, it is necessary merely to refer 
to our recent decisions in Nairn Linoleum Co. v. Ringwalt Linoleum 
Co. [7 T. M. Rep. 216] and O. & W. Thum Co. v. Dickinson |7 
T. M. Rep. 283], present term. 

The decision in each case is reversed and the opposition sus- 
tained. 





Corrin Repincton Company v. ANNIE L. TuRNER 
District of Columbia Court of Appeals 
May 26, 1917 


REGISTRATION—FRAUDULENT ReEpRESENTATIONS—BILL IN Eauity. 

One cannot maintain a bill in equity for the protection of a trade- 
mark unless his own use of the mark has been honest and free from 
false and fraudulent representations touching the article sold under 
the mark; and it is the duty of the patent office to refuse registration 
to one whose use of the mark has been of such a character that a court 
of equity would, upon the foregoing principle, deny him protection. 


On appeal from a decision of the Commissioner of Patents. 
Reversed. 


For the decision from which this appeal was taken, see 7 T. M. 
157.’ 


George W. Ramsey, for the appellant, Coffin Redington Com- 
pany. 


C. P. Griffin, for the appellee, Annie L. Turner. 


Starrorp, J.: One cannot maintain a bill in equity for the 
protection of a trade-mark unless his own use of the mark has been 
honest and free from false and fraudulent representations touching 
the article sold under the mark; and it is the duty of the Patent 
Office to refuse registration to one whose use of the mark has been 


of such a character that a court of equity would, upon the foregoing 
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principle, deny him protection. Such was the ruling of this court 
in Levy v. Uri (31 App. D. C. 441) where the authorities were 
cited and the ground of the decision fully explained. 

The present case falls clearly within the principle, for the 
appellee’s use of the trade-name, even if it was prior to the use of 
the same by the appellant, was such a use as would have led a 
court of equity to refuse her protection. The article is a fac 
cream. The appellee’s labels stated that it was purely vegetable 
and would remove freckles and wrinkles. Yet, when examined as 
a witness touching the truth of these statements and her honesty in 
making them, she persistently refused to state whether the cream 
did not contain certain mineral ingredients and whether she had an 
ground for believing that the cream would remove freckles or 
wrinkles. Her testimony fairly shows that she made the state- 
ments concerning the removal of freckles and wrinkles without any 
regard to their truth and merely because she considered the labe! 
in that form attractive, and her refusal to state whether the cream 
was in fact purely vegetable justifies and in our opinion requires 
the finding that it was not purely vegetable. (Keeley Institute v. 
Leslie E. Keeley Co., 155 Fed. 964). As remarked by Robb, J. 
in Levy v. Uri, supra: 

“It was the purpose of the act to protect honest manufacturers and 
dealers, because in so doing the public would in turn be protected. I 
was not the purpose of the act to recognize the right of any person, firm 
or corporation to deceive the public by the use of a deceptive mark.” 

In this case, it is true, the mark or name itself was not decep 
tive, but the accompanying statements were, and their deceptiv: 
character is enough to disentitle the appellee to claim priority upon 
the ground of such use. 

The appellant’s registration should have been allowed to stand 
and the appellee’s petition to be allowed registration on the ground 
of prior use should have been denied. 

Reversed. 





IN RE BRADFORD DYEING ASSOCIATION 


In rE Braprorp Dyeina AssociaTIoNn 


District of Columbia Court of Appeals 


June 2, 1917 


lrapE-Marxs—Descriptive Worps. 
Descriptive words and phrases in a foreign language are not 
registrable as trade-marks. 


On appeal from a decision of the Commissioner of Patents. 


For the decision of the Commissioner of Patents from which 
this appeal was taken, see 7 T. M. Rep. 149. 


J. K. Brachvogel and P. B. Turpin, for the applicant. 
T. A. Hostetler and Wm. R. Ballard, for the Commissioner of 
Patents. 


Van Orsvet, J: This appeal is from the refusal of the Com- 
issioner of Patents to register the word “E’clatant’”’ as a trade- 
irk for cotton piece goods. 

A sample of the goods with appellant’s mark thereon is in- 
luded in the record. The goods have a satin finish, and are de- 

scribed as “Satin E’clatant.” The word sought to be registered is 
French word meaning brilliant, shining, glittering, ete. Regis- 
tration was denied, on the ground that the mark is descriptive of 
the character and quality of the goods. 

Descriptive words and phrases in a foreign language are not 
gistrable. (In re Hercules Powder Co., App. D. ¢ 
not reported); 38 Cyc. 731). The reason for bringing descrip- 

tive foreign words and phrases within the limitations of the statute 
is apparent. Not only would the meaning soon become known to 
e public, but the user of the mark would appreciate the advantage 
f disseminating such information by advertisement or otherwise. 
Indeed, there would be nothing to prevent the printing of a transla- 
n of the word or phrase in direct connection with the use of the 
irk. The policy which dictates this inhibition is not affected by 
ssman vy. Garnier, (211 Fed. 401 [4 T. M. Rep. 183]), chiefly 


‘clied upon by counsel for appellant. That was an infringement 
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suit in which a mark consisted of a French word. The court ex 
pressly found that it had been registered under the ten-year claus: 
of the Trade-Mark Act of 1905, and that it was, therefore, un 
necessary to pass upon the question of whether or not it was dé 
scriptive of the quality or character of the goods upon which it was 
used. Appellant, however, attempts to find relief in the statement 
of Mr. Justice Van Valkenburgh, in his concurring opinion, that 
the court had “neither memory nor understanding of the Frenc 
language.” The connection, however, in which this expression 
used is important. In the opinion he said: 


“There is in the record nothing which places before the court t! 
part which the word ‘Abricotine’ plays in the French language, nor tl 
relation between that name and the cordial in French commerce; nor d 
we take judicial notice of such facts whatever they may be. As to usé 
and customs, we are confined to our own country. (Michie’s Eneycl 
pedia of United States Supreme Court Reports, vol. 7, p. 676; Dainess 
Hale, 91 U. S. 13). The court is, of course, bound to take judicial notic 
of the ordinary meaning of all words-.in our own tongue (Michie, vol. 
p. 680); and upon such a question dictionaries are admitted, not as evi 
dence, but only as aids to the memory and understanding of the court 
(Nix v. Hedden, 149 U. S. 304-307). We have, judicially, neither memory 
nor understanding of the French language, and appellant has not seen 
fit to enlighten us by the record.” 


We take no issue as to the soundness of this holding in an 
infringement case, but we are reviewing the propriety of the Com 
missioner of Patents in a matter in which he acts largely in an ad 
ministrative capacity. While the meaning of a word in a foreign 
language may not be within the scope of judicial notice in con 
struing the application of the law, it is, nevertheless, a fact capabl 
of proof, which seems to have been overlooked in the trial of th: 
Rossman case. The limitations of the statute forbidding the regis 
tration of descriptive marks are for the protection of the public, 
and the Commissioner is the officer upon whom is cast the burden 


of administering the law in accordance with its intent. In tl: 


exercise of this function, he may base his opinion upon any per 


tinent fact capable of proof from a reliable source of information. 
and a fact so found may be verified upon appeal, since our duty is 
to determine broadly whether or not the Commissioner, in the exer 


cise of his discretion, has correctly applied the law to the com 
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petent facts in his possession. When that appears, we will not con- 
cern ourselves seriously with technical distinctions as to the judicial 
notice taken by the Commissioner of facts which may readily be as- 
certained from the most convenient and reliable source of informa- 
tion. 

Assuming, without deciding, that, in certain cases, we might 
be precluded from taking judicial notice on appeal of the meaning 
of a foreign word, still no relief is afforded appellant by the Ross- 

in decision; for, unlike that case, the meaning of the foreign word 
was here found as a fact, and the competency of the evidence upon 
which the finding was based is not questioned. 

The decision of the Commissioner of Patents is affirmed, and 


the clerk is directed to certify these proceedings as by law required. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Descriptive Marks 


Cray, A. C.: In applying for registration of the name 
Mayer” in heavy script, with the word “Honorbilt” in two circles, 
used in connection with the word “Dry-Sox” for boots and shoes, 
the applicant disclaimed everything except the word “Dry-Sox.” 

The same mark was rejected in 1899 on application of the 
same party (Ea parte, Mayer Boot ¢& Shoe Co., 68 Ms. Dec. 177). 
Held correct, as the words are descriptive. 

Even if registrable, the parts disclaimed should be removed, 
to avoid misleading the public as to what the mark actually is.’ 


Cray, A. C.: In cancellation proceedings, the mark “Dri- 


Shod” for boots and shoes was cancelled, because it was descriptive 


nd similar to the mark “Dri-Sox’”’ of petitioner, which has been 


weit 


fused registration.” 
Cray, A. C.: This is a petition by opponent for a decision on 


‘Ex parte, F. Mayer Boot & Shoe Co., 121 Ms. Dec. 414, January 25, 
1917, 

?F. Mayer Boot & Shoe Co. v. F. P. Kirkendall & Co., 122 Ms. Dec. 85, 
February 21, 1917. 
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pleadings or an adjudication on the validity of the applicant’s mark 
in advance of taking testimony. 

Applicant applied for registration of the trade-mark “Velva 
tone” for phonographs. Opponent alleged prior use. Applicant 
answered, alleging abandonment by opponent. Opponent mad: 
petition for judgment on the ground of descriptiveness of the mark 
The examiner held that if abandonment could be proven, the o 
position would fail. 

Applicant’s mark “Velvet-Tone” was registered .August 27, 
1907, No. 66914, for sound records. 

Held that abandonment is immaterial. The first question is 
whether applicant had the right to register. If the mark is d 
scriptive, the opposition must be sustained, even if abandonment 
is proven. The publication of the mark was a mistake, as reference 
was overlooked, which the office cannot retuse to rectify. Tl: 
mark is descriptive, meaning smooth and of soft tone, as “Velvet 
was held descriptive of ice cream (Chapin Sachs Mfg. Co. 
Hendler Co., 231 Fed. Rep. 550 [6 T. M. Rep. 319]). The pet 
tion is granted and the opposition sustained.’ 

Cray, A. C.: The word “Nusatin” as a trade-mark for textile 
for linings is unregistrable, because it is descriptive.” 

Cray, A. C.: The trade-mark “Sugalasses’”’ for syrup is 


registrable, as it is descriptive, not merely suggestive. It show 


that the goods are molasses, a product of sugar making.* 


Cray, A. C.: The picture of a stocking with the name of t 
applicant embroidered in the fabric thereof as a trade-mark 
hosiery, is held to be descriptive. Neither the name nor the 
bination is distinctive.‘ 

Cray, A. C.: The words “Minimum Essentials” as a trad 
mark for a series of educational books is held descriptive, as it 
no other possible significance.° 

* Colombia Graphaphone Co. v. Velvatone Talking Machine Co., 122 ) 
Dec. 98, February 27, 1917. 

? Ex parte, National Cloak & Suit Co., 122 Ms. Dec. 118, March 2, 19 

*Ex parte, American Sugar Refining Co., 122 Ms. Dec. 150, Marc! 
1917. 

‘Ex parte, Owen Osborne, Inc., 122 Ms. Dec. 335, April 18, 1917 

* Ex parte, Gum & Co., 122 Ms. Dec. 340, April 19, 1917. 
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Cray, A. C.: The word “Golden” as a trade-mark for varnishes 
nd japans is unregistrable, as it is descriptive.’ 

Cray, A. C.: “Quick-Pression” with the Q enlarged and hav- 
ng its tail in the form of an arrow curving up to the hyphen, is 
escriptive. The same case was decided in Ex parte, Central Bross 

(159 O. G. 991). The mark is more than suggestive, for it 
gives positive information about the article. 

Even if it were doubtful, as long as there is a doubt, a pre- 
vious decision ought not to be reversed, for it is only less important 

t the law be certain than that it is right.* 

Cray, A. C.: The word “Quality” with a flourish under the 

vord from the Y and one from the Q, as a trade-mark for macaroni, 


. descriptive, indicating superiority, and therefore, unregistrable.* 


Goods of the Same Descriptive Properties 


Cray, A. C.: The applicant uses as a trade-mark for ice 
ream cones the word “Eagle” imposed on the cone cake, as well as 
printed on the package and on the latter also the picture of an eagle. 
The opposer owns the trade-mark consisting of the word ‘Eagle’ 
and the picture of an eagle to identify its product, which products 
nclude ice cream and compounds of milk and food product, as, for 
example, malted milk and condensed coffee among other things, but 
not ice cream. The applicant’s goods are a bakery product, con- 
sisting of a dough made wholly without milk or any dairy product 
and baked in the form of conical containers for the purpose of being 

ed with ice cream contained therein. 

If deception or confusion were likely, it could probably have 

proven to have occurred in the applicant’s ten years’ use of this 

rk on ice cream cones; and the absence of proofs is significant. 

The purchaser is not likely to think the ice cream and the 

e cake are made by the same parties; nor is there any reason to 
ppose he would take the word “Eagle” marked on the cone, to 
dicate the origin of the contained ice cream. Clearly erroneous 


the contention that the opposer's business would naturally expand 


Ex parte, Esser Company, 122 Ms. Dec. 366, April 21, 1917. 
l, 


Ex parte, Central Bross Co., 122 Ms. Dec. 455, May 1917. 
Ex parte, Martoccio Macaroni Co., 122 Ms. Dec. 453, April 30, 1917. 
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into the ice cream “cone’’ field and would be naturally carried on 
by affixing this trade-mark on the “containers” of the goods, i. e 
the cone. 

It would be immaterial to this case, even if it were true, that 
ice cream is of the same descriptive properties as milk and cream; 
the applicant neither wishes nor seeks to register this mark for 
ice cream. The cone is no more a package for the ice crea 
than it would be if it were a saucer. The opposer’s apparen 
grievance is not the applicant’s use of the trade-mark for ice crea 
cones, but that he puts it on the cones rather than on the package 
The real objection is to the manner of use; for instance, if t 
mark were used only on the package of the cones there could o 
viously be no more objection on the part of the opposer than if t 
applicant used it on candy. The applicant does not use the mark 
on ice cream; it does not deal in ice cream. Even if its use 
considered a marking of an article made of ice cream, no rights o! 
the opposer would be invaded. No error is made in the examiner's 
rulings and his action is sustained.’ 

Cray, A. C.: Upon an application to register the representa 
tion of a pair of storks, holding between them a banner bearing th 
words “La Mere” for maternity frocks, an opposition was filed by 
the owner of a trade-mark of the same description, except with tli 
name “Stork” in place of “La Mére” in applicant’s for waterproot! 
fabrics and articles made therefrom, particularly waterproof 
sheeting. 

Held, there was no similarity of goods. The trade-marks 
were associated with the particular goods in each case and wer 
confined to such goods.* 

Cray, A. C.: The trade-mark “Unika” for rubber boots and 
shoes was refused registration on the ground that it is similar to 


previously registered “Unico” trade-mark for boots and shoes. T! 


latter mark was later registered by the assignee of the Outing Sh 


Co. for leather boots and shoes. This is prima facie evidence that 
* Borden’s Condensed Milk Co. v. Eagle Manufacturing Co., 121 Ms 
Dec. 313, January 5, 1917. 
* Stork Co. v. Sperling Co., 121 Ms. Dec. 403, January 22, 1917. 
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the prior registration did not include rubber goods. The remedies 
of opposition and cancellation are sufficient to protect rights of 
registrant. Reference should be withdrawn and the trade-mark 
illowed. [See 6 T. M. Rep. 286].’ 

Cray, A. C.: In an interference proceeding, A made an ap- 
plication to register the words “The Hub” with the picture of a hub 
between them, for leather shoes and B applied for registration of 
the word “Hub” as a trade-mark for boots and shoes having canvas 

ppers and leather or rubber soles. The latter could show no 

proof of use except on tennis shoes with leather insoles, and on 

rubber shoes, hence the commissioner decided there could be no 
erference.* 

Cray, A. C.: The word “Duxbak” as a trade-mark for leather 
lressing. Chas. A. Schieren Co. are the manufacturers of water- 
roof belting, which they mark “Duxbak.” As its belting is water- 
proofed by means of a dressing, which is not sold separately, but 
nly distributed to its branches for retreating belting, the use of 
lressing is only incidental to the sale of belting. There is no use 
i the mark on dressing. Whittemore Bros. Corp. deals only in 
leather dressing. As there is no similarity between the goods, 
there can be no competition. Whittemore Bros. Corp. is therefore 


entitled to register the mark and Chas. A. Schieren Co. is not.* 


Classification of Goods 


Cray, A.C.: I think that one who preempts the name “Rand” 


for indexes, books, account and records, thereby preempts it for any 


kind of an index which is, in the words of Webster's Dictionary 


iny “directing sign, indicator or instrument” for any records. The 
pplicant shows by its registration of May 16, 1916, that it has 
questered the mark for the genus index and I think it thereby 
sequestered it for any species under that genus. Clearly, the right 
to the trade-mark for indexes would be nothing if it did not cover 


Ex parte, L. Candee & Co., 121 Ms. Dec. 450, February 5, 1917. 
* Boston Rubber Shoe Co. v. Abramowitz, 121 Ms. Dec. 438. 


Whittemore Bros. Corp. v. Chas. A. Schieren Co., 122 Ms. Dec. 123, 
March 8, 1917. 
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a card index or a storing index, as shown in the applicant’s speci 
men labels. 

On the other hand, the applicant enumerates “files and binders 
and “wrappers,” but these are not to be classified as indexes nor as 
ledgers, nor as paper for printing and writing. They, therefore. 
must be removed from the list. The applicant seems to contend 
that by this use of the mark for indexes, the word “Rand” has ac 
quired the status of a technical trade-mark generally and for that 
reason it may now register the mark for analogous goods. This is 
based on the erroneous conception of the nature of a mark. A 
trade-mark is not a sign standing alone, but it is a sign married to a 
particular class of goods. There is no such thing as a general 
trade-mark any more than there could be such a thing as one twin 

Any registration of a surname not distinctively displayed, would 
have to show on its face that the surname had been used exclusivel 
upon the goods specified since 1895. The applicant has not made 
any such statement in its declaration herein by merely reciting that 
it is the owner of the previously registered mark which appears to 
have such long use for other goods. Unless applicant confines its 
list of goods to such goods as come under its declared use sinc: 
1895, the rejection is proper, and the examiner's decision is to this 
extent sustained. [Citing, Ex parte, Dennison Mfg. Co., 4 T. M 
Rep. 40'; Wooster v. Reuter & Co., 30 App. D. C. 428].' 

Cray, A. C.: The goods sought to be covered by one registry) 
include virtually everything made of rubber as, for example, vehicl: 


tires, bathing caps, rubber heels, rubber tubing, barbers’ bibs. 


balloons and rubber sponges, among others. Obviously, these al! 


could not be included in any existing class of goods; the applicant's 
virtual proposition is that a new class of goods could be formed to 
include everything made of rubber and it points out certain un 
doubted hardships in having to make several registrations at heav) 
expe nse. 

The examiner correctly holds, however, that the convenienc: 
of the applicant cannot be paramount to the convenience of t! 
public. The applicant does not make rubber, but various articles 


* Ex parte, The Rand Company, 121 Ms. Dec. 383, January 12, 1917 
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rubber. If the applicant wishes to use the same mark on tires and 
n bathing caps, it must make separate registration; there is no 


ossible way to avoid it. The examiner’s ruling is sustained.’ 


Geographical Term Mechanical Device 


Cray, A. C.: The applicant appeals from the refusal by the 
examiner of trade-marks to admit for registration its alleged trade- 
mark for watches consisting of a purple band around a watch, carry- 
ing the name “South Bend’. The ground of objection is that the 
band is not merely a trade-mark but is primarily a means of affixing 
i label. 

The words “South Bend” being purely geographical should, of 
ourse, be disclaimed. The applicant proposes also to show a watch 
with the alleged trade-mark applied and disclaim the picture of the 
watch. Nevertheless, it clearly appears that the purple band is a 
mechanical device for carrying the name of the maker of the watch. 
Because any other watch maker would have a right to affix a label to 
1 watch by this mechanical means (which is the most obvious means 
of carrying a large label), this applicant cannot monopolize it; 
neither can it monopolize the mere color of the band. While it is 
true that in general any kind of truly distinctive device used for 


the purpose of identifying the origin of goods may be a proper 


trade-mark, one obviously could not, under the guise of registering 


1 trade-mark, monopolize a mechanical means of carrying a label.’ 


National Insignia 


Cray, A. C.: The representation of the figure of an eagle 
with spread wings and a shield at his breast, as a trade-mark for 
perfumes and other toilet articles, is unregistrable, as it is a simula- 
tion of the insignia of the United States. Not all eagles are neces- 
sarily objectionable, but this particular trade-mark is too similar 


‘Ex parte, The Miller Rubber Company, 121 Ms. Dec. 188, December 7, 
1916, 

*Ex parte, South Bend Watch Company, 121 Ms. Dec. 282, December 
23, 1916. 
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to the eagle as shown on certain coins, such as the quarter and half 
dollar pieces.* 

Cray, A. C.: The applicant, a corporation of Great Britain, 
appeals from the ruling of the Examiner, refusing it registry of 
a certain complicated trade-mark, offered under the so-called ten 
year proviso of the trade-mark law, on the ground that applicants’ 
mark contains the coat of arms of Great Britain, notwithstanding 
it has disclaimed the said coat of arms. It appears that th: 
applicant has used this mark in international trade exclusively 
since the year 1862 and that the mark was registered in Great 
Britain, November 20, 1913 (No. 356,523) on the ground of its 
use continually for thirteen years prior to 1875. The British 
government has, because of the long use, granted the applicant th« 
exclusive use of the mark, including the British coat of arms, which 
it seems to have acquired the right to use by being a purveyor ot 
goods to the king. 

Nothing in the trade-mark act of 1905 prohibits the registra 
tion of this mark under these conditions. [Citing Ex parte, Sociéte 
Popoff Fréres, 137 O. G., 1237; In re Cahn Belt Company, 27 App. 
D. C. 173]. 

The disclaimer in the case of Fischbeck Soap Co. v. Kleeno 
Co., (216 O. G. 663; 44 App. D. C. 6, [5 T. M. Rep. 327]) is 
not in point. This applicant’s disclaimer without removal does not 
injure another. 

The ruling of the Examiner is reversed and the mark will b: 
admitted to registry, subject to opposition in the usual course.” 

Cray, A. C.: The commissioner refused to renew a trad 
mark for whiskey, known as “Maryland Club,” on the ground that 
it simulates the great seal of the State of Maryland. The renewal! 
was applied for in due time, that is, within six months of expiration 
under sec. 12 of the law of 1905. 


The right to renew under the statute presupposes a legal! 
trade-mark (Comr. v. Standard Oil Co., 203 O. G. 1556 [4 T. M 
Rep. 373|). Applicant never had the exclusive right to this trad 

* Ex parte, Richard Hudnut, 122 Ms. Dec., 392, April 25, 1917. 


* Ex parte, Keen Robinson and Co., Limited, 121 Ms. Dec. 150, Nove 
ber 23, 1916. 
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mark at all and could not get the right at common law to monopolize 
the seal or coat of arms of a state. The first registration gave only 


prima facie right, which never existed, and the law of 1905 so de- 


clares. The law provides for renewals on the same terms as origi- 


nal registrations, one of which is that a mark may not be registered, 
and so it cannot be renewed, if it simulates the great seal of a state. 

The mark has been held unregistrable under the existing law 
by the Court of Appeals (Jn re Cahn Belt Co., 122 O. G. 354; 27 
App. D. C. 173).? 


Surname Distinctively Displayed 


Cray, A. C.: The name “Farnum” in script with a Turkish 
scimitar threaded though the letters, as a trade-mark for shoes, 
s held to be a distinctive form of name. 

It is hard to see how a more distinctive display could be de- 
vised. In eases of this sort the controlling question should be this: 
Would anybody by the name of Farnum, in ignorance of this mark, 
be at all likely to write his name so that it would look like this 


trade-mark ?? 


Proper Names 


Cray, A. C.: The Kellogg Food Company, a corporation of 
Battle Creek, Michigan, jointly with John H. Kellogg of Battle 
Creek, Michigan, opposes the registration of a trade-mark consist- 
ng of the word “Kellogg’s”’ for breakfast foods, filed by the Kellogg 
loasted Corn Flake Company, a corporation of Michigan. The 
opposition was dismissed by the examiner of interferences on mo- 
tion of the applicant, on the ground substantially that the opposers 
howed no exclusive rights in the name “Kellogg’s”’. 

It is clear that the opposers have not used the word “Kellogg’s”’ 
s a trade-mark on this class of goods. The corn flake business in 
i906 was sold to Will K. Kellogg for a large price and thereafter, 
n settlement of certain litigation between the parties, these opposers 
greed to cease using “Kellogg” as a name for any flaked cereal 


Ex parte, Cahn Belt Co., 121 Ms. Dec. 420, January 27, 1917. 


2 Ex parte, Churchill & Alden Co., 122 Ms. Dec. 336, April 18, 1917 
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food, reserving the right to “Kellogg” only in a very limited way. 


So far as the opposers’ rights rest upon the fact that “Kellogg” 
is their name, they have parted with such rights by entering into 
the agreement, while they never had any rights by user of the trade 
mark on these goods. The decision dismissing the opposition is 
sustained. ' 

Cray, A. C.: The opposer of registry of a trade-mark appeals 
from the dismissal of an opposition on the ground that it shows no 
case. 

The Kellogg Toasted Corn Flake Company, a corporation of 
Michigan, applies for registration of the words “Kellogg’s Toasted 
Rice Bubbles’, with the word “Kellogg” written in heavy script, 
as a mark for cereal breakfast foods, disclaiming generally the 
word “Rice” and the word “Bubbles”. The opposer is The Kellogg 
Food Company, a corporation of Michigan, and John H. Kellogg. 

The pleadings, the facts and the reasons in this case are the 
same as in opposition No. 2139 [7 T. M. Rep. 340'] decided on this 
date.” 


Color 


Cray, A. C.: I find nothing in the trade-mark law to interdict 
the exclusive appropriation and registration of a device made by 
combining an oval shape and a green color as a trade mark for rub 
ber boots and shoes. The mark is distinctive and new and does not 
fall within any of the inhibitions of the statute. The fact that the 
device is made in the form of a wafer stuck on the boot and carries 
also another trade-mark (“Lamco’’) and the name and address of 
the maker, does not put it in any different case from that in which 
it was, a plain, green, oval wafer. 

The ruling of the examiner, is therefore, reversed.® 


*The Kellogg Food Co. and John H. Kellogg v. Kellogg Toasted Corn 
Flake Co., 121 Ms. Dec. 157, December 5, 1916. 

*The Kellogg Food Co. and John H. Kellogg v. Kellogg Toasted Corn 
Flake Co., 121 Ms. Dec. 159, December 5, 1916. 

* Ex parte, Lambertville Rubber Company, 121 Ms. Dec. 172, December 
6, 1916. 
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Proper Name—Ten Year Clause 


Cray, A. C.: The opposer of registration of a trade-mark 
ippeals from the ruling of the examiner of interferences in sustain- 
ing a demurrer to its opposition statement or complaint and dis- 


missing the opposition. 


The samples of goods filed by the applicant include some very 


loud figures, Scotch plaid designs, and several black or almost black. 
The label uses the word “Storm” to describe the cloth. The goods 
ire evidently intended for the short sporting coats which are fre- 
quently made of waterproof material and the coats of the applicant 

and of the opposer cannot be declared to be different. Nor can 
the marks be held different as long as the word “Reis” is a promi- 
ent part of applicant’s mark. 

The opposer alleges that under the ten-year clause of the trade- 
mark statute it has the right to the exclusive use of the word 
“Reis” as a trade-mark for clothing, because it had such exclusive 
use continuously since prior to the vear 1895. Since the case was 
passed upon by the examiner of interferences the issue of the op- 
poser’s certificate of registry presents prima facie proof of the fact. 
Under such circumstances, the opposer has a right to the exclusive 
use of its name so far as concerns trade in clothing and moreover 
this word is the essential part of its corporate name, which it may 
monopolize, and the applicant may use that name in his trade-mark 
mly on the ground that it is so distinctively displayed as to avoid 
confusion with the mark of the opposer. 

The applicant, in the last sentence of his application for regis- 
try says: “No claim is made to the words ‘Reis’ Storm Cloth-Trade- 
Mark—no rubber—no odor—no weight—guaranteed waterproof” ; 
ind he contends that because of this disclaimer this opposition pro- 
ceeding ought to proceed as if no such words were shown on his 
device to be registered as a trade-mark; he in fact denies the Com- 
missioner’s jurisdiction to consider the matter. There are cases in 
which disclaimer without removal is justified. To disclaim some- 
thing immaterial or mere harmless words which were public prop- 


4 


erty, is one thing: to “disclaim” improper or fraudulent matter, is 
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another. There is no way of disclaiming a fraud, unless it be to 
cease practicing it. The very proposition to register a mark thus 
boldly shown used with a glaring false claim to another’s mark on 
its face, is showing disrepect to this office. 

I think it proper to now rule on the merits of the case as if 
it had been set down for decision on bill and answer. Merely to 
overrule the demurrer would be to put an inequitable burden of 
proof on the opposer. The applicant is estopped to deny the op- 
poser’s right to its mark ‘“‘Reis” registered under the ten-year clause 
of the statute, because he did not oppose the registry when the 
mark was published for that purpose with this applicant’s knowl- 
edge. 

In the applicant’s answer the only other material allegations 
of the bill which are traversed are the allegations of similarity of 
goods and similarity of marks, both of which may be judged with- 
out proofs and both of which must be passed upon to dispose of thé 
demurrer. 

The opposition is sustained, the ruling of the Examiner is 
reversed and the applicant is refused registry. [Citing, Fishbeck 
v. Kleeno, 5 T. M. Rep. 327; Coombs v. Dewey, 1 T. M. Rep. 301; 
Straus v. Notaseme, 6 T. M. Rep. 103]. 

Cray, A. C.: After the decision herein rendered November 9, 
1916 [7 T. M. Rep. 342'] the applicant by his attorney, filed a 
motion (December 11) for rehearing, accompanied by his own 
affidavit, undertaking to show that there was a material misstate- 
ment of fact in the decision. On December 19, 1916, there was 
filed after due service a memorandum for the opposer, effectually 
answering this petition, but in the meantime, on December 18, a 
letter was filed by the applicant’s attorney, explaining satisfactorily 
that he was misled in filing his petition for rehearing the error 
being due to the applicant, corresponding with the Patent Office 
without his counsellor’s knowledge. Although this letter requests 


merely a postponement of action until Benedict Reis can engage 
other counsel, I have carefully looked into the matter to find if 


*Robert Reis & Co. v. Benedict Reis, 121 Ms. Dec. 126, November 9, 
1916. 
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there was any erroneous statement of fact in the previously rendered 
opinion and will, therefore, regard the petition for rehearing as 
having been withdrawn. In this connection, however, I note that 
[ am now, for the first time, informed of the registration by Bene- 
dict Reis on April 25, 1916, of the alleged trade-mark (No. 109, 
907) which is identical with the one in controversy in this case, but 
t was registered for “rain or storm coats, capes, fishing clothes, 


boating garments, hats, caps, hoods and gloves.” 


For What Goods 


Cray, A. C.: The applicant appeals from the refusal of the 
examiner of trade-marks to admit for registration on alleged trade- 
mark consisting of the outline of an eagle in dark blue across which 
ippears the words “Made in” in white and under it the letters 

U.S. A.” in red, the whole being in the form of a shield and being 
used as a trade-mark for so-called good will tokens. The objection 
is that this mark has been used as a trade-mark on goods in inter- 
state commerce it being apparently questioned whether these good 
will tokens constitute goods in commerce and whether the mark is 
used for the purpose of showing the origin of goods. 

It appears from the statement that the “Good Will Token” is 
a certificate by the Detroit Board of Commerce to the effect that 
goods sold in association with this paper were made in the United 
States, it being also intimated undoubtedly that the maker of the 
goods is a reputable concern in the opinion of the Detroit Board of 
Commerce. As a controlling fact, it will at once occur that it makes 
no difference to the holder of this certificate who actually made the 


certificate and that the party who issue the certificate is not putting 


out any goods in commerce. A certificate of good character is not 
bought with money, but with character. It is not an article of 
ommerce; it cannot be bought by anyone who wishes it and it is 
without value in the hands of any but authorized persons. The 
examiner is affirmed.? 


‘Robert Reis & Co. v. Benedict Reis, 121 Ms. Dec. 301, December 28, 


1916. 


*Ex parte, Detroit Board of Commerce, 121 Ms. Dec. 280, December 
23, 1916 
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Consent 


Wuireneap, A. C.: In view of the consent of the Atlantic 
Chemical Corporation to the registration of the mark in the form 
shown, the requirement that the applicant remove the letters 


“A CC O” from its trade-mark is withdrawn.! 


Plurality of Marks 


Cray, A. C.: The applicant for registration of a trade-mark 
for detergent preparations for cleaning, scouring and _ polishing, 
consisting of the words “Spotless Town,” appeals from the ruling 
of the Examiner of Trade-Marks, refusing registration on the 
ground that the applicant simultaneously has another application 
for registration of the picture of the imaginary Spotless Town and 
its character inhabitants, on the face of which picture is superposed 
a label containing the words “Spotless Town.” The essential ques- 
tion is whether the applicant can register the picture of Spotless 
Town with a superposed yellow label bearing the name and also 
register as a separate trade-mark the name alone. ‘The Examiner's 
ruling that it cannot is based on the finding that the applicant does 
not show the words “Spotless Town” themselves as a trade-mark. 

The trade-mark statute in section 5 puts restrictions upon the 
Commissioner's power to refuse registration to a distinctive trad: 
mark; it authorizes him to refuse registration on certain specific 
grounds carefully enumerated. Among these, I find no inhibition 
against this applicant’s proposal to register the picture of Spotless 
Town and its characters, having superposed upon it the label with 
the words “Spotless Town” and also separately registering the 
words “Spotless Town” by themselves. The essential question is 
whether the law requires that the words “Spotless Town” to have 
been used entirely separate from the picture. 

There is an expression in the decision of the Commissioner in 


Ex parte, The American Sugar Refining Co. (178 O. G. 1153 [2 


T. M. Rep. 306*]), which taken apart from the context, says that 


*Ex parte, American Cyanamid Co., 121 Ms. Dec. 191, December 8, 
1916. 
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fter the applicant had registered the composite mark, he could not 
thereafter register an individual picture of the mark, unless he made 
tatutory use of that feature standing by itself. This statement, 
however, was an obiter dictum since the real gist of the decision 
ind the only thing necessary to decide was that when the applicant 
id used the words “Crystal Domino” as a mark for sugar and had 
registered the word “Domino” alone, he could not thereafter on the 
same showing of use (the specimens being identical in the two 
ises) register the words “Crystal Domino.” The reason was in 
part that he sought to register a mark which merely added a de- 
scriptive term to the previously registered mark and there was also 
the consideration that in the previous registration the applicant had 
falsely asserted that “Domino” alone had been used in its business. 
(he large fact was that the applicant had no distinguishing mark 
‘cept the word “Domino.” 
It still may be logically asserted that the applicant has used 
words “Spotless Town” themselves as a trade-mark. There is 
. sense in which it might be said to have used the words “Spotless 
lown” alone, because when the large label is pasted around a 
small ean, and a lot of the cans appear set close together on a 
shelf, the only thing clearly and plainly visible is this yellow label 
with the words “Spotless Town” thereon. It is so well known as 
to be judicially assumed that in verbal reference to the goods they 
ire called “Spotless Town Cleanser.” There is no other way to 
verbally refer to the picture part of the trade-mark. The statute 
loes not specifically say, and I can see no reason why it should 
have said, or meant to say, that the use of the mark must have been 
use literally alone in order to fix the right to registration. Cer- 
tainly, the owner of these two marks could at law be protected in the 
ise of the words “Spotless Town,” even if it appear in the proofs 
that it had never used these words except superposed upon the 
cture. 


The applicant desires the two registrations as it is the only 


ucthod of protecting its rights in certain foreign countries where 
those rights depend upon registration and the registration of the 


two marks together would be the only possible registration unless the 
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words alone were also registered there. Broadly speaking, the sey 
eral inhibitions against registrations of trade-marks are for tli 
purpose of preventing injustice. There is no conceivable harm to 
public interests if this applicant registers its two trade-marks to 
gether in one case and one of them alone in the other. This appli 
cant has in effect used the words “Spotless Town” themselves as 
trade-mark because of the general prevailing red and blue colors 
of the applicant’s label. The words “Spotless Town” are printed 
on the yellow label which is inharmonious with the rest of th 
picture and in fact obscures part of it so that the yellow label stands 
out distinctly as a separate thing and does not appear as a part of 
the picture in any sense. The whole label plainly shows two er 
tirely independent devices as marks of origin of the goods. [Citing 
Johnson v. Brandau, 32 App. D. C. 348; Sarlehner v. Eisner 
Mendelson Co., 179 U. S. 19].' 


Disclaimer 


Cray, A. C.: In the trade-mark “Apple Brand” for men’s ai 


boys’ clothing, the word “‘brand” having been removed, there is noth 


ing to disclaim. Removal is the most effective disclaimer, and the ap 
plicant has the right to say what part of his mark he wants t 
register. The cases of Johnson v. Brandau [32 App. D. C. 348 
and Nairn Linoleum Co. v. Ringwalt Linoleum Works [7 T. M 
Rep. 216] do not hold that there should be a disclaimer in additio: 


to removal from the drawing, unless there remain somewhere a d: 
scription of the feature in question. 

At any rate, any disclaimer should only appear in the file, no! 
in the certificate, where it means nothing.” 

Criay, A. C.: On application for registration of the words 
“Stecher Quality” and a design, as a trade-mark for art books, et: 
it was required that the words be disclaimed by removal from t! 
drawing. Under the decision rendered in the case of Nairn Lin 


' Ex parte, Enoch Morgan’s Sons Company, 121 Ms. Dec. 212, Deceml« 
16, 1916. 


* Ex parte, Samuel C. Applefeld, 122 Ms. Dec. 361, April 20, 1917. 





: 2 
DECISIONS OF THE COMMISSIONER OF PATENTS 347 


eum Co. v. Ringwalt Linoleum Works (287 O. G. 919 [7. T. M. 


{ep. 216] ), removal is the proper form of disclaimer.’ 


Agents’ Rights in Mark 


Cray, A. C.: The applicant for registry of a mark, the 
Mannesmann Light Company of America, Inc., a corporation of 
New York, appeals from the decision of the examiner of interfer- 
ences, Sustaining an opposition to the registry of its trade-mark con- 
sisting of the word “CEAG” for electric miners’ lamps and refus- 
ng the registration. The opposer is Concordia Elektrizitats Aktien 
Gesellschaft, a German corporation, which will be called the German 
Concordia Company. 

The ground of opposition is substantially that the word 
CEAG,” being a word composed of the initial letters of the op- 

ser’s name has long been used as a trade-mark by the opposer 
foreign countries, notably England and Germany and that the 
ups were introduced in the United States with the knowledge 
it they were originated by the opposer and that they were well 
known by this trade-mark in Europe; that the opposer has an agent 
selling said lamps in the United States and that a registry to the 
pplicant of this word would be injurious to its business and con- 
sing to the public. 

Assuming that the applicant was the first to sell one of these 
ps in the United States with the trade-mark attached, and as- 
ing that the trade-mark was so used as to constitute a proper 
de-mark use on the goods, it nevertheless remains that the appli- 
t acquired such trade-mark use in the United States as agent 
the German Concordia Company and the record makes it clear 
t the “CEAG” lamp became known in this country as a lamp 
le abroad and as it has a very peculiar shape and appearance, it 
easily identified. It appears that the contract terminated at the 


d of the vear, in certain quarrels between the agent and his prin- 


cipal and that thereupon the principal appointed another agent 


ho is now selling and has the exclusive right to sell the well known 


Ex parte, Stecher Lithographic Co., 122 Ms. Dec. 367, April 21, 1917. 
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“CEAG” lamps in the United States as the lamps of the Gern 
Concordia Company. This agent is named the Concordia Safet) 
Lamp Company. 

Thus, there is a Concordia Company selling “CEAG” lan 
in the United States as the agent of the German Concordia Co 
pany, with whom this trade-mark originated, and which is 
known throughout the world as the maker of the “CEAG” lamps 
The German Concordia Company registered this trade-mark 
Great Britain on August 19, 1913, while this applicant was selling 
agent of the German Concordia Company. In view of the Inter 
national Convention respecting trade-marks, I can see no reason 
why this applicant should be allowed to register this mark. 1 
applicant apparently has not adopted and used the mark for any 
particular purpose other than to take advantage of the reputation 
of the European “CEAG” lamp. If the applicant really made thiat 
lamp known in this country, it did so as agent of the German Con- 
cordia Company and no rights could accrue to it which were 
verse to the interests of the German Concordia Company. 1 
applicant is not in fact making what the world knows as thie 
“CEAG” lamp. It is clear there would be a resulting confusion 
if the applicant used the mark. The equities are all against the 
applicant. 


The decision of the examiner of interferences is affirmed in sus- 


taining the opposition and refusing registry to the applicant.’ 


Conflicting Marks 


Cray, A.C.: The applicants’ trade-mark for shirts consists of 
the upright figure of a United States infantry soldier, facing front, 
and the words “Uncle’s Boy’ written in large block letters on 
curved line opposite the soldier’s left shoulder. 

The opposer’s mark comprises the allegorical figure of Uncel 
Sam, facing left, a large star, and the words “Uncle Sam’’ writte! 
in two curved lines in front of the figure, being to the right sid 
the drawing. 


‘Concordia Elektrizitats Aktien Gesellschaft v. Mannesmann Light 
Company of America, Inc., 121 Ms. Dec. 163, December 2, 1916. 


~s 
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The question naturally arises whether, if the applicants merely 
ranted to indicate that their shirts were fit for military use, they 
would not have adopted some such mark as “Army Boys” or the 
‘egistered mark of 1895 instead of imitating the opposers’ mark. 
[ am unable to see how anyone could mark men’s shirts with the 
words “Uncle’s Boy” and the picture of a United States soldier 
without intending to suggest the soldier as Uncle Sam’s Boy. There 
is no apparent reason for using this term, unless to benefit by the 
reputation of shirts already known as Uncle Sam shirts. 

Considering the goods as marked and marketed, the shirts are 
closely similar in pattern, construction and appearance, the labels 
are identically the same size and shape, the figures and letters 
substantially the same size, the words ‘Uncle Sam” and “Uncle's 
Boy” respectively are arranged on curved lines, the figures are at 
the left of the label and opposite the middle of the figure are written 
in like letters, in the one case ““Government Standard” and in the 
other ease “Guaranteed Shirt,’ below which in each case is an 
ornamental bracket having the size number written therein, while 
at the bottom of the label there is in one case the words “Reg. U. 5S. 
Pat. Off.” and in the other the words “Made in U.S. A.” It would 
require careful inspection to distinguish one label from the other, 
notwithstanding the opposers’ mark has some red lines and a red 
star in addition to black marks, while the applicants’ label is 
printed throughout in dark blue. 

It appears in evidence that it has long been customary to pack 
the shirts in long, flat boxes, but that the opposers had introduced 
the custom of packing them in short, high boxes about 8x10x¢4 in., 
with a label on both top and sides. The applicants have also 

tated the shape and size of box, though not any further than 


above described in the matter of displaying the label. While this 


ofice has not to consider the question of unfair competition, these 


ilarities of package, etc., are considered to be material evidence 
the question of likelihood of confusion, in addition to which it is 
eloquent testimony that in the imitators’ opinion the marks will be 
fused, for otherwise, why the imitation? One starting in busi- 


ss as a rival to another who has already established a reputation 
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and a trade-mark for the same goods, will be under strong suspicion 
of a desire to get that other’s trade, even if he should accidentally 
get a trade-mark which looked like his older rival’s mark. H; 
should and would ordinarily make an effort to get a mark as dis 
tinctive and different as possible; whereas in this case it is th 


applicants’ own testimony that they undertook to get as close to th 


older mark as they could. This fact is made more impressive by) 


the further undisputed fact that the applicants previously used as 
a trade-mark for the same goods the word ‘Everlast.’ 

The examiner’s decision is sustained and the applicants ar 
refused registry.’ 

Cray, A. C.: The goods of the parties are the same. Th 
applicant’s mark is a heavy keystone outline within which app« 
in heavy block letters the term ““Mentho-Listine” and the monogra: 
“M. L. Co.” The opposer’s mark long registered and well know: 
is the word “Listerine.” 

In order to find interference it is necessary not that a part of 
the applicant’s mark be similar to the opposer’s mark, but that it | 
similar when taken as a whole. Taken as a whole, the terms do no! 
look alike; they do not sound alike and they have not the san 
significance. The most prominent part of applicant’s mark in al 
three aspects is the word “menthol” and not the syllable “ist” nor 
the syllable “ine,” or these two taken together. The definite and 
emphatic idea conveyed by the word “menthol” is an aromatic sme! 
or taste (the substance was originally called peppermint camphor 
and its cooling taste and odor are even better known than the anti 
septic called “Listerine” which incidentally is not an aromatic and 
has not prominently the cool and pungent taste or odor of camphor 

The test of the matter is this: would a person of ordinar\ 
prudence, going into a drug store to buy “Listerine’” be in danger 
of being confused or deceived into taking ‘Mentho-Listine”’ in 
place. I think not. [Citing, Jn re Barrett Co., 1 T. M. Rep. 122 


1Salant & Salant v. I. H. Barnett & Bro., 121 Ms. Dec. 137, November 
13, 1916. 
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The decision of the examiner of interference is reversed and 
the applicant is adjudged entitled to register.’ 

Cray, A. C.: The ground of rejection of the word “Tonikel” 
is a trade-mark for tonics as given, is a resemblance to the 
previously registered and used mark of another, (““Tonika’”’) which 
is sufficient; and I see no occasion for a reference; the term is plainly 
descriptive and will not be registered. The applicant’s brief itself 
shows why “Tonik’’ cannot be monopolized. The same reasons 
ipply to “Tonikel’’ for, in sound, sense and appearance, it is sub- 
stantially the same; it would inevitably convey the idea of some- 
thing pertaining to a tonic. 

The theory that because the root word “tonic” is common 
property, the applicant would only sequester the suffix “el” by 
registration and, therefore, is entitled to register over the suffix 
a’ is not sound, for ““Tonikel” would be easily confused with either 
“tonic” or “tonica.” Ea parte, Parker, Holmes & Co., (100 O. G. 
1111; 1902 C. D. 2840) is not in point, neither is Ex parte, Laxa- 
kola Co., (100 O. G. 451; 1902 C. D. 247), wherein the appearance 
of the marks compared was “decidedly different.’ 

Cray, A. C.: The trade-mark “Silver King” for golf balis 
was rejected because of prior registration of the trade-mark “King” 
for the same goods. Held there was no likelihood of confusion, 
is the word “Silver” is the most prominent part of the proposed 
trade-mark and it has a suggestiveness different from the word 
“King.” 

Cray, A.C.: “Big Bill” as a trade-mark for men’s shirts is so 
similar to “Big Ben’”’ for the same goods as to be likely to confuse.* 

Cray, A. C.: To an application for registration of a mark 
for wall boards consisting of giving the center plies a blue color, an 


opposition was filed, opponent stating that this does not distinguish 


ipplicant’s goods from its own, which have a center of newspaper 


‘Lambert Pharmacal Co. v. Mentho-L.istine Chemical Co., 121 Ms. Dec. 
316, January 5, 1917. 
‘Ex parte, American Apothecaries Company, 121 Ms. Dee. .98 
J inuary 17, 1917. 
Ex parte, India Rubber Gutta Percha & Telegraph Works Co., Ltd., 
121 Ms. Dec. 401, January 18, 1917. 
* Ex parte, The Fair, 121 Ms. Dec. 452, February 3, 1917. 


b 
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stock of a natural blue gray color. Held that the center ply is 
the structurally necessary place for any trade-mark. The form is 
natural, if not necessary, yet it is not distinctive. The opponent 
need not go out of its way to avoid confusion. The alleged trade- 
mark is illegal. (Diamond Match Co. v. Saginaw Match Co., 142 
Fed. Rep. 727). 

Cray, A. C.: Application for registration of a trade-mark 
consisting of an elliptical figure, with wings at side and on labels, 
and the word “Mercurio,” for kerosene, gasoline, etc., was rejected. 
Held similar to previously registered mark for same goods, showing 
a wheel in perspective, with wings attached to hub and the word 
““Motano.’”* 


Cray, A. C.: Trade-mark ‘“‘Choc-o-la” for chocolate beverage 


is descriptive and conflicts with “Choco” and “Chocolatta,’ previ- 
ously registered.* 

*General Roofing Mfg. Co. v. Upson Co., 121 Ms. Dec. 482, February 
8, 1917. 

? Ex parte, W. R. Grace & Co., 121 Ms. Dec. 488, February 9, 1917. 

* Hires Condensed Milk Co. 121 Ms. Dec. 489, February 9, 1917. 











YOU CAN HELP 


When The Trade-Mark Reporter pub- 
lishes cases in advance of their publication 
in other reports, you are receiving invaluable 


service. 


You are informed of the very last word of 
the courts on some particular phase of trade- 
mark law. 


This service is made possible by the 
courtesy of attorneys in forwarding to us 
copies of decisions as soon as handed down. 


Have you forwarded the opinion of 
the court in your last trade-mark or un- 
fair competition case to 


THE UNITED STATES TRADE-MARK ASS'N 
32 Nassau Street, New York City 


Briefs and comments in such cases are very welcome. Due 


consideration will be given them in making annota- 
tions. 





